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Explanatory memorandum

Introduction

In November 1980, the Commission submitted to the Council its

proposal for a Regulation on Community trade marks;1

The Economic and Social Committee delivered an Opinion on the

proposal ‘in September 1981.°

The European Parliament discussed the proposal in detail in its
committees and at its sittings in October 1983, when it adopted

its Op'in'ion.3

The amended proposal for a Regulation is intended primarily to

take account of those Opinions. Moveover, numerous amendments of
a technical nature, affecting in particular the provisions on the
Law r@Lating to trade marks and the registration procedure before
the Office, are proposed in the Light of the deliberations of the

Council working party on intellectual property (trade marks).4

The principal amendments concern the inclusion of all earlier rights
in opposition proceedings (Articles 7 and 34), a new definition of

the rights conferred by a trade mark (Article 8), deletion of the

word “serious" in connection with the concept of Likelihood of

confusions (Articles 7 and 8), deletion of "international exhaustion"
(Article 11), abandonment of the idea of codifying the case law of
the Court of Jusficé of thé Eur0pean Communities (Article 11), thé
dropping of declarations of .user in connection with the renewal

of trade marks (Articte 37), extension of the effect of a couft
order proh1b1t1ng use to the whole Community (Article ?4(3))
restriction of the proh1b1t1on on cumulative protection to trade
marks having identical scope (Article 81) and the exception to the
principle that the Law of Member States does not apply to Community
trade marks (Article 82).

PR

0oJ € 351, 31.12.1980, p.1; Bull. EC, Supplement 5/1980.

04 € 310, 30.11.1981, .p.22." : '

0J C 307, 14.11.1983, p.46.

The Permanent Representatives Committee decided in 1981 to ask
the Council working party on intellectual property to examine
the Commission's proposal from the technical point of view.
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Commentary on the recitals

First recital

The Commission maintains the original wording of its proposal, which IS

is in keeping with the tebmino[ogy used in Article 3(h) of the EEC

Treaty. ' : . . v

Fourth recital

The coexistence of national trade mark rights is necessary because
numerous Undertakings are interested only in, trade mark prbtection
in their own country. The Commission believes, however, that the
Community trade mark is so'attractive,that, if it cannot obtain
protection for its trade marks in alt Member States, an undertaking
will in the long run replace its national trade marks existing in
several Member States with a new Community trade mark. Parliament's

proposed amendment is at variance with this objective.

Sixth, seventh and twelfth feditals

Parliament's proposed amendments to these recitals were édopted.

Ninth recital

This recital had to be amended in order to take account of the

deletion of international exhaustion.

~
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Commentary on the articles

Title II

The Law relating to trade marks

Section 1

Definition of a Community trade mark

Obtaining a Community trade mark

Articles 3 and 4

The amendments to these two articles are purely a matter of drafting.

Article 6

The wording of paragraph 2(b) was brought into Lline with that of

Article 6 quinquies B 3 of the Paris Convention. The reference in

subparagraph c¢ to Article 6 ter of the Paris Convention was made
more explicit. A new subparagraph d on the protection of the badges,
emblems and escutcheons mentioned therein was inserted. A reference

to goods or services was added to paragraph 4.

“Article 7

The new version ofAthis art{cte corresponds to Parliament's proposed
amendment. The principal change is that not only the proprietors

of earlier registered trade marks but also the proprietors of other
earlier rights listed in paragraph 2 may give notice of opposition to
registration of the Commgnity_trade marks applied for. Moreover,

the qualification of the Likelihood of confusion as "serious" is
deleted. The drdpping of the word "serious" does not mean, however,
that the Commission has abandoned its main objective, which is
stafed.clearly in the eighth'recitaL; It adheres to its view

that too wide an inferpretation o? the concept of Llikelihood of
confusion would unnecéssarily increase.the number of conflicts
between trade marks, with damaging effects on the free movement of
trade marked goods.' Moreover, it is in the interest both of the
applicant and of the proprietor of the trade mark that the scope of
the Cqmmunity trade mark should not be too extensive, so as to

avoid a situation where, as a result of earlier rights, the
registratioﬁ of a Community trade maEk is prevenfed or a trade mark.-
already>Fegisteréd'is declared void, although those rights cannot )

reasonably be confused with the Community trade mark applied for or

_reg{stered.
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Section 2

Effects of Community trade marks

Article 8

The amended version of this article corresponds in substance to
'Pérliément's proposed amendment. It makes clear that the proprietor
of a Community trade mark may prohibit the use of an identical trade
mark in feLation to identical goods or serviées without having to
prove that there.is a Likelihood of confusion. Paragﬁaph 1(d)
reproduces by and large the corresponding propqsal by Parliament.
The phrase “"other than a prior right referred to in Article 7" was
ndt'incLUded for reasons of consistency. On the other hand, it

wa$ felt it should be made clear that the trade mark must be

"of wide repute" in the Community.
Article 9

The amendment proposed by Parliament to Article 4 of the proposal

for a Directive was incorporated in this article.
Article 10

In subparagraph a, "surname" was replaced by "name" to make it
clear that third parties may use their surname as a trade name

in business transactions, provided the other conditions of this
article are met. The expression "use them as a trade mark" was:
replaced by “"uses them in accordance with honest industrial or
commercial practice” in order to make the meaning of this article

clearer.
Article 11

Paragraphs T and 2 of this article correspénd to Parliament's

Opinion. On the question of international exhaustion ofvthe_rights
conferred by a -Community trade mark, the Commission has formed the
opinion that the Community legislator should refrain from introducing
this principle and make do with the rule of Community-w{dé égﬁgqgfioh;’
The Commqnity must, however, be empowered to cOncLude; at some | -

future time with important trading partners, bilateral"or-huttilaferatn
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agreements whereby international exhaustion is.introduced by. the
contracting parties. The restriction to Community-wide exhaustion,

however,. does not prevent national courts from extending this
pr1nc1ple, 1n cases of a spec1al nature, in particular where,

even in the absence of a formal agreemant, reciprocity. is -
guaranteed._\

The amendments fo paragraph 2 are simply due to the rewording of
paragraph 1. The attempt to codify the case Law of the Court of
Justice of the European Communities is, moreover, abandoned. It

is clear from this case léw, which is valid Community law, that

the proprietor of a Community trade mark may in principle prohibit
third parties from repackaging goods put on the market by him and
reaffixing his trade mark to the new packaging. = The exceptions to
this principle established by the Court of Justice1 must, of course,

be taken into account.
Article 12

It is apparent from the new wading of paragraph 1 that infringing
a Community trade mark incurs not only civil but also criminal
sanctions, in so far as the Member States provide for criminal

sanctions for infringement of a national trade mark..

Paragraph ﬂ(a) adopts: the word1ng of the new Art1cLe 11(a) pr0posed
by ParL1ament.’ Provided the scope of the trade mark as laid down

in the Regulation is not ektended, actions may atsq be brought,

for example, under the national law prohibiting unfair competition.

Tcase 192/77 Hoffmann-La Roche v Centrafarm £ 1978 7 ECR 1139.
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Section 3

Use of Community trade marks

Article 13

This article was redrafted in order to specify already at this

stage the essential features of user- requirements.. Subparagraph a
of paragraph 1(a) adopts the wording of Article 5C(2). of the
Paris Convention; subparagraph b makes it clear that affixing
the -trade mark to.goods intended exclusively for export is to

be deemed to constitute use of the trade mark.

Section &4

buration and alteration of Community trade marks
Article 14
The drafting amendment to this article stems from the deletion of
declarations of user from Article 37.
Article 15

In order to safeguard the lLegitimate interests of third parties,
the new paragraph 3 provides that third parties may, within three
months of publication of the Community trade mark as altered,

challenge registrat%on of the alteration.

Section 5

Community trade marks as objects of property

Article 16

Paragraph 1 makes it clear that, as regards the law applicable,

a place of business is relevant only where the applicant has

neither his domicile nor his principle place of business in a Member
State. Paragraph 3 governs the same questioﬁ where two or more

persons apply jointly for a Community trade mark.
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Article 17

The second sentence of paragraph 2 was added to take account of a
special feature of Gérmah law whereby a contract to transfer an
undertaking gives rise only to an obligation to transfer. The

wording of paragraph 3 was brought into line with that of Article 40(1)

of the Community Patent Convedtion.

Article 21

Parliament and the Economic and Social Commitfee proposed a number

of amendments to this article. When it reworded paragraph 2, the
Commission was able to take account of Parliament's Opinion only

in part. It has to bear in mind that Parliament proposed a different
wording for Article 7 of the Directive. For Eeasons to.do with
trade mark law, the proposed amendment to the lLast phrase of this
paragraph is unaqceptabLé.A Infringement of a cbntractual

obligation on the part of the Licensee to manufacture his goods

in a certain territory is irrelevant under trade mark law. In no
Member State can an action for infringement of trade mark be brought

against the licensee in such a case.

The Commission has, on the other hand, adopted the amendment to
paragraph 3. It shares Parliament's view that the proprietor of

a trade mark can merely be obliged tovensure that, in manufacturing
goods or providing services, the licensee complies with his

instructions in respect of the guality of the goods or services.

There are a number of weighty reasons which militate against the
delegation of paragraph‘4 as proposed by Parliament. This paragraph
contains no obligation to record a Licensing agreement in the

trade marks register. It merely affords the parties to a Licensing
agreement an opportunity to register the agreement if they wish to
invoke the registration vis-a=vis third parties. The Commission
takes the view that it is in the interest of the licensee, in

particular, to be able to avail himself of such an opportunity.
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Title III

Applicationsfor Community trade marks

«Section 1

Filingrof applications and the conditions which govern them

Articles 24 and 25

In compliance with the Opinion of the Economic and Social Committee,
Arficle 24(2) now provides that the minimum amount of'fees is to

be paid within one month after the filing of the application.

This means fhat receipt of the fees is no longer a material factor
when it comes to determining the date of filing (cf. Article 25).
Moreover, the need to submit a power of attorney where Article 72(2)
applies was dispensed with (deletion of Article 24(1)(d)).

Section 2
Priority

Articles 27 to 29

The drafting of these articles was improved, bringing them, wherever
possible into Line with the corresponding proviéions of the

Convention for the European Patent.
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Title &4

. Registration procedure

Section 1

Examination of applications

Article 30

The rewording of this article is intended to clarify the procedure
relating to examinat{oh of the application for compliance with the
requirements for acceptande.' The only material change stems from
alignment with the amended text of Articles 24 and 25.

Article 31

Article 31(2) provides that a disclaimer may be required by the
Office only where in the absence of such a disclaimer doubts might
arise as to the scope of protection of the trade mark. It is also
statéd'at what time the disclaimer must be published.

Article 32

Apart from a number of textual amendments, the procedure provided
for in Article 15(3) is introduced also in the case of an amendment

'to the trade mark application.
Section 2

Observations by third parties and opposition

Article 33

The newwérsion.contains no material changes compared with the original
proposal. It Qas considered advisable, however, to provide expressly
in paragraph 1 that third parties who submit observations are not
parties to the proceedings before the Office, i.e. they are not
entitled, for example, to appéaL against the decision of the

Examining Division.
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Article 34

The amendments to paragraph 1 were necessary because of the
amendment to Article 7. The only material change is that
licensees expressly authorized by the proprietor of the trade
mark may also give notice of opposition. "Place of business"

has been inserted in paragraph 3.
Article 35

The amendments to paragraphs 1 and 2 are of a drafting nature.
Paragraph 2.(a) corresponds to ParLfamenf'sObinion:A The Commission
felt that the clarification deéired by Parliament regarding '
the use of national trade marks could best be ensured by means
of a separate paragraph. In paragraph 3 the word "serious"
was deleted. The new version of paragraph 5 takes account

of the fact that publication of a rejected application is

necessary only where it was refused completely.
Section 3

Registration

Article 36

The amendment to this article is purely of a drafting nature.
Title v

Renewal

Article 37

In compliance with the Opinions of Parliament and the Economic and
Social Committee, the reference to the production of a declaration
of usef in the event of renewal of the registration of a Community
trade mark was deleted. '
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Title VI

Surrender, revocation and invalidify
Surrender
Article_38

Paragraph 3 is made clearer in two Eespects. Firstly, express

reference is made to Articles 18 and 20. Secondly, a statement

was added to the effect that the»entry will be made'"on exbiry of

the period prescribed”. This period will, as in the case of other
articles cdntaining a similar provision, bé laid down in the implementing

regulation.
Section 2

Grounds for and consequences of revocation

Article 39

In paragraph 1, counterclaims for a declaration of revocation or
invalidity pursuant to Article 78 were included. A number of drafting

amendments were made to subparagraphs a and b.

Paragraph 2 was brought into line with the new version of the

introductory sentence of paragraph 1.
Article 40
Paragraph 1 can be deleted owing to the rewording of Article 39(1).

Under paragraph 2 as amended, the Community trade mark is deemed

no longer to have effect from the date of the decision revoking

the rights of the proprietor. The courts are thus no longer obliged
to determine in all cases the time when a ground for revocation
existed. I1f, however, a party.has>an interest in the establishment
of an earlier date, e.g. because he intends to bring an action for

damages, he is entitled to submit a request to that effect.
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Section 3 .

Grounds for and consequences of invalidity

Article 41

The amendments. to paragraph 1 correspond to the amendments to
Article 39(1).

Paragraph 2 states that the Community trade mark must, "in
consequence of the use which has been made of it", become
distinctive after registration, "in relation to the goods or services

for which it is registered".
Paragraph 3 was brought into Line with the new wording of paragraph 1.
Article 42

The amendments to paragraph 1 are due to the rewording of Article 7.
Paragraph 2 is therefore deleted. In “paragraph 3, the word "éxpressLy"
was added for reasons of legal certaihgy. The counterclaim provided

for in Article 78 was inserted.in paragraph 4. -

Article 43
. The drafting of paragraph$'1 and.Z'was,imprpved.
Article 44

In paragraphs 1 and 1a, it was made clear, in compliance with
Parliament's Opinion, in which territory the proprietor of an earlier
Community trade mark or an earlier national right has to have -
acquiesced’ in the use of a later Community trade mark for - =

the acquiescence’to take effect. A phrase was added . i ‘

to the effect that the proprietor must have acquiesced, "being aware

of such use". Lastly, it is clear from the heu wording that

eartier rights within -the meaning of Article 7(2)(e) are not affected
by acquiescence. Paragraph 3 coh{ainshazhumber of drafting amendments.
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Article 45

Paragraphs 1 and 2 contéin_the amendments desired by Parltiament.
In paragraph 3, the last part of the original proposal "even if

that provision has ceased to apply" is worded more clearly.

Section 4.

Proceedings in the 0ffice in relation to revocation or invalidity
Article 46

The amendhents to paragraph 1 were necessary because of the amendment
of Articles 7 and 34. In paragraph 4, it was felt that the |
inadmiSsibiLfty of the application for revocation or for a'decLaration
of invalidity should be made dependent on an application relating

to the same subject-matter and cause of action, and involving

the same parties;'having been adjudicéted on and acqufred the authority

of a final decision.
Article 47

Paragraph 2 was drafted in clearer terms. The amendments to
paragraphs 4 and 4 (a) were made in order to oomply”aiht‘ParLiament's
Opinion and correspono'to the amendments madé to-Article 35(2) and
(2)(3) The new paragraph 5(&) was 1ncluded for purposes of clarity.
It 1ncorporates the same ruLe as is La1d doun in. Art1cle 35(4)

relating to opposition proceedings.
Title VII
- Appeals

Articles 48, 52, 53 and 54

The wording of Articles 48, 52 and 53 was brought into: Line with
the corresponding provisions of the Convention for the European
Patent, and that of Article 54 with the correspond1ng provision

of the Commun1ty Patent Convention.
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Title VIII
Procedure

Section 1

General provisions

Articles 57, 59, 61 and 62

Articles 57, 59, 61 and 62 contain a number of amendments. There

is no public interest in examination of relative grounds for refusal
by the Offﬁce of its own motion. The Office therefore has to decide
only on the facts, evidence and arguments provided by the parties
(Articté 57). A new paragraph 7 was inserted in Article 59 in
compliance with Parlfament's Opinion. In Article 61(5) restitutio

in integrum in relation to the three-month period allowed for

giving notice of opposition to Eegistration was ruled out for reasons
of legal certainly. Anyone who fails to observe the time limit

for giving notice of opposition can at éLL events assert his rights

in invalidity proceedings.
Section 2

Costs

Article 64

The rewording of this article enables the Office, not only in
appeals but also in proceedings before the other departments of
the 0ffice, to decide on the apportionment of essential costs in

so far as it is equitable to do so.
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Section 3

Information of the public and of the official authorities:of the

Membérigféfes

Articles 66 and 67

An express reference was inserted in both articles to the provisions

of the implementing regulation.

Article 68

The new subparagraph b takes account of the need to make available
to those interested, through a special publication, notices and

information of a general character issued by the President.

Article 70

The new paragraph &4 is intended to facilitate administrative and

legal cooperation.

Article 71

It was considered advisable to provide expressly in this.article
that the Office may conclude technical agreements relating to the

exchange or supply of publications.
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Title IX

Jurisdiction and procedure in legal actions relating to

Community trade marks

- Section 1

Jurisdiction

Article 73(a)

This new articlebwas inserted in order to make it clear that the
Convention on Jurisdiction and Enforcement of Judgments applies

unless the Regulation prbvides otherhise.
Article 74

The first part of paragraph 3 incorporates an amendment proposed

by Parliament. This amendment has far-reaching consequences. If,
for example, a Community trade mark is infringed by a nat{onal trade
mark, the judgment prohibiting use of that national trade mark has
effect throughout the Community, with the result that the judgment
also covers the marketing of goods bearihg the national trade mark
in other Member States. The Commission did not, however, entirely
agree with Parliament about the second part of this paragraph.

It did so only uith'regard to provisional measures,.bat not with
regard to 6ompensation for damage. Otherwise the general scheme

of paragraphs 1 and 2, which were accepted by Parliament, would

be called into question. The court havihg jurisdiction in accordance
with paragraph 2 can order compensation only for damage suffered
in_the Member State in which the court hearing the action is
.situated. It goes without saying that such an>order can be enforced
in all Member States under the Judgments Convention. Nor is there
any need in this paragraph for the reference to the rules of

procedure applicable, this question being dealt with in Article 76.



ke

(xix)
Section 2

Procedure

Article 76

In compliance with Parliament's Opinion, applications for provisional

measures were expressly mentioned in this artictle.

Title X

Effect on the Laws of the Member States

Section 1

Cumulative protection prohibited

Article 81

In compliance with the Opinion of both Parliament and the Economic
and Social Committee, the prohibition on cumulative protection for
jdentical or similar trade marks was, for reasons of legal certainty,
retained in_paragraph'1'bnly is so far as both marks have the

same scope. ' ' A

Paragraph 1(5) introduces_a_prohibitipn on successive claims where
a Community trade mark and a national trade mark similar to the
Community trade mark do not give jdentical rights. The proprietor
of such trade marks is obliged to assert his rights therein in a

single action.

The amendments proposed by Parliament to paragraphs 3 and 4 relate
only to the drafting. .
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Section 2

Prohibition on application of the national lLaws of the

Member States to Community trade marks

Article 82

In compliance with Parliament's Opinion, the second sentence of
paragraph 1 provides for an importént exception to the prohibition
on the application of national law to Community trade marks.

Under the original proposal, the use of Community trade marks cou}d
be prohibited or actions for damages brought only after the

- conclusion of the procedure provided for in Articles 46 and 47 in
relation to revocation or invalidity of Community trade marks.

The proposed amendment allows proprietors of.eartier‘national rights,
in particular, to prohibit the use of Community trade marks by

means of provisional measures even before the conclusion of the

abovementioned procedure.

The new paragraph 2 makes it clear that proprietors of earlier
national rights may bring actions under the law relating to unfair
competition or.civil Liability in order to prohibit the manner of

use of the Community trade mark.

Section 3

Conversion into a national trade mark application
Article 83

Parliament's proposal regarding paragraph 1(b) could not be accepted.
The provisions on compulsory user are based on the criterion of
use "within the Community". It would be incompatible with this

concept to mention in Article 83 non-user "in all the Member States".



[

l\

CCxxd)
Title XI

Community guarantee marks and Community collective marks

Article 97

" In compliance with Parliament's Opinion, the new version of this

article refers expressly to Article 9.
Title XI a

Symbol used to indicate a Cdmmunity trade mérk

Article 98.(a)

By means of this new article, the Commission meets Parliament's
wish that the proprietor of a Community trade mark shouLd have an
easily remembered abbreviation at his disposal. Non-use of the
symbol pfovided for in this article has no legal consequences

" whatsoever.
Title XII

~ The Community Trade Marks Office

Section 1

General provisions

Article 103

The Commission has already pointed out in the explanatory memorandum
to its original proposal that the implementing regulation will provide
for exceptions to the principle of a single working language. It

can therefore endorse Parliament's proposed amendment to this article.
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The second senténce, which is new, should not result, however, in

a complete disregard of the principle embodied in the first sentence,
which is intended to ensure that the registration procedure is both
speed?A andbcheap. The implementing regulation will therefore have-
to specify, bearing in mind the interests of the parties, who will
havg to bear the additional delays and costs of translatiohsuadd'

simultaneous interpretation.
Section 2

Administration of the Office

Article 105
The proposed amendment bring§ this articLe into Line with Articleﬁ18,
which’ provitlesisfor a special procedure for ‘the removal from™

office of‘members of the Bands of.AppeaL.

Section 5

Budget and financial control
Article 124

The Commission agrees with Parliament that only after a transitional
period will the Office's revenue be sufficient to cover its

expenditure. Article 124 was therefore amended accordingly.
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AMENDED PROPOSAL FOR A COUNCIL REGULATION

on the Commuhity trade mark

(Submitted by the Commission to the Council pursuant to Article 149(2)

of the EEC Treaty)

Original Proposal

The Council of the European Commuhities ,

Having regard to the Treaty establishing
the European Economic Community, and in

particular ArticLe'235 thereof,

Having regérd to the probosal from the
Commission, .

Haviﬁg fegard to the‘op{nionvof the

European Parliament,

Having regard to the opinion to the
Economic and Social Committee,

Whereas:

It is desirable to promote thrpbghout the
Community a harmonious development of
economic activities &nd a continuous and
balanced expansion by establishing a common
market which functions prdpérly and bffers

conditions which are similar to those

" obtaining in a national market. In order

to create a market of this kiﬁd and make

it incréasingly a single market, notionly
must the babriers to free movement of; goods
and services be removed and arrangements

be instituted which ensure that competition
is not distorted, but, in addition, legal
conditions must be,éreated which enable
undertakings to adapt their aFtiVities

to the scale of thé‘Community,-whether '

in manufacturing and distributﬁng goods or

Amended Proposal

Unchanged

Having regard to the proposal from
the Commission¢1)

Having regarﬂ to the opinion of the

European Parliament(2)

Having regard to the opinion .to the

Economic and Social Committee(3),

Whereas:

Unchahged

(1) 0J No C 351, 31.12.1980, p.1
(2) 0J No C 307, 14.11.1983, p.4b
(3) 0J No C 310, 30.11.1981, p.22
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in providing services. for those
purposes, trade marks enabling the
products and service of undertakingé

to be distinguished by identical means
throughout the entire Community,
regardless of frontiers, should feature
amongst the legal instruments which

undertakings have at their disposal.

Action by the Community would appear to Unchanged.
be necessary for the purpose of attaining

the Community's said objectiveé. chh

action involves the creation of Community

arrangements for trade marks whereby

undertakings can by means of one system

- of procedure obtain CommUnity trade marks

to which uniform protection is given and

which produce their effects throughout the

entire area of the Community.

The Treaty does not provide the Eequisite Unchanged.
powers to create a legal instrument such
as a Community trade mark. The barrier
of territoriality of the rights conferred
on proprietors of trade marks by the Laws
of the Member States cannot be removed

by approximation of Laws. In these
circumstances the only appropriate way

of opening up urestricted economic
activity in the whole of the common
market for the benefit of undertakings

is to create trade marks which are
governed solely by a Law of the
Community, that law being directly
applicable in all Member States.
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The Community law relating to trade marks
nevertheless does not replace the laws of
the Member States on trade marks, for at
the stage to which the establishment of the
common market has now advanced it would not
appear to be proper to require undertakings
to apply for registration of their trade
marks as Community trade marks. National
trade marks do in fact continue to be
necessary for those undertakings whose
activities are such that protection of
their trade marks at Community léevel

is of no use to them.

In order not to detract from the unity
of the system of Community trade marks
and from the primacy of the Community
law which governs them, such trade marks
must not be subject to.the laws of the
Member States, save in so far as this

Regulation expressly provides.

The rights in a Community trade mark are
not to be capable of beihg obtained other-
wise than by registration, and registration
is to be refused if the trade mark is not

distinctive, is unlawful or is not available.

In the latter case the Office should not
withhold registration unless the prior

right which conflicts with the trade mark
j'ié a trade mark which is.régistered and
"used in the common market, if the proprietor
of the prior right has entered opposition

to registration of the trade mark as a
Community trade mark and all efforts to
produce an amicable settlement between

the parties have failed.

Amended Proposal

Unchanged.

Unchanged.

The rights in a Copmunity trade makk are rot
to be capable of being obtained
otherwise than by.registration,
and registration is to be refused
if the trade mark is not distinctive,
is unlawful or is not available. In
the latter case the Office should not
withhold registration as a éommunity
trade mark unless the proprietor of
the earlier right with which the
trade mark conflicts has entered
admissible opposition to its
registration and all efforts to
produce an amicable settlement

between the parties have failed.
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The {interests of proprietors of prior private The interests of proprietors of prior

rights which have not been registered will rights will also be protected,

also be protected, whatever those rights may whatever those rights may be, for any
be, for any proprietornof‘a prior right, proprietor of a prior right, whether
whether registered or not, is entitled to registered or not, is entitled to
claim that a Community trade mark, once claim that a Community trade mark,

registered, is invalid. It may in due once registered, is invalid.
time be appropriate, depending particularly . ’

on the degree of integration then achieved

by the Community, to contemplate new

measures for the purpose of settling

conflicts between Community trade marks

and prior rights existing at national

level.

The protection conferred by a Community trade Unchanged.
mark is bound up with the-cbncept of similarity
of signs, similarity of goods and services and
the possibility of confusion arising therefrom.
The purpose of protection is to guarantee the
trade mark's function és an indicator of origin.
It is essential that the said concepts be inter-
preted strictly so that the freedom of action

of persons who are in competition with each other
is not needlessly restricted. It is necessary,
in particular, that by sim@ltaneous comparison
of signs, goods and services it be certain

in each case that customers are in reality
likely to confuse products and services which

. are identified by those signs. For the
_purpose of determining whether a sign which

is alleged to jnfringe a trade mark which
consists of a number of elements is so

similar to it that confusion may arise between
them, the trade mark must be viewed as a whole.
In order to determine whether a Community

trade mark and a sign consisting of words sound
the same or are at any'rafe phonetically
similar, it is not possible to disregard

the fact that the Community exists and that
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the public is increasingly aware of. the
correct pronunciation of words in the

Languages which are sboken therein.

In view of the fact that the function of

‘a _cbmmunity trade mark is to indicate origin

‘the proprietor must not be entitled to

prohibit its use by a third party in
relation to goods which have been put

~into circulation in the Community or

outside it, under the trade mark, by him
or with his consent, nor to prohibit its
use, for reasons based on trade mark law,

by a Licensee who supplies the goods or

services under the trade mark outside the

territory covered by the licence.

There is no justificétion for protedting
Community trade marks or, as against them,
any trade mark which has been registered
before them, except where the trade marks
are actually used. '

A Community trade mérk'is to bg'regarded
as an object of property which exists
separately from the undertaking whose
products or services are designated by
it. -Accordingly, a Community trade mark
must be capable of being, inter alia,
transferred to, or.charged as security
in favour of, a third party and of being

the subject-matter of Licences. The

5-

Amended Proposal

It follows from the principle of free
flow of goods that the proprietor of a
Community trade mark must not be
entitled to prohibit its.uée by a
thi;d'party in relation to goods which
have been put into circulation in the

Community under the

. trade mark, by him or with his consent,

nor to prohibit its use, for reasons

_ based on trade mark law, by‘a Llicensee

who supplies the goods or services

" under the trade mark outside the

territory covered by the Llicence.

Unchanged.

A Community trade mark is to be

_regarded as an object of property which

exists separately from the undertaking
whose goods - oOr services are '
designated by it. Accordingly, a
Community trade mark must, subject to
the overriding need to prevent deception
of consumers, be capable of being, inter

alia, transferred to, or_charged as
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conditions applicable for revocation and
invalidity of trade marks must also be

regulated in a uniform manner.

Decisions regarding the validity of
Community trade marks must have
absolute effect and cover the entire
area of the common market, for this
is the only way of prevénting
inconsistent decisions on the part
of the courts and the Office and of
ensuring that the unitary character
of Community trade marks is not
undermined. The rules contained

in the Convention on Jurisdiction
and Enforcement of Judgments in Civil
and Commercial Matters apply to all
actions at law relating to Community
trade marks, save where this

Regulation derogates from those rules.

Administrative measures are necessary at
Community level for implementing in

relation to every trade mark the trade

mark law created by this Regulation. It is

therefore essential, while retaining the
Community's existing institutional
structure and balance of powers, to
establish a Community Trade marks Office
which is independent in relation to
technical matters and has legal,
administrative and financialkautonomy.
To this end it is necessary and

appropriate that it should be a

Amended Proposal

security in favour of, a third party and of being
the subject-matter of licences. The conditions.
applicable for revocation and invalidity of trade

marks must also be regulated in a uniform manner.

Decisions regarding the validity and
infringemept of Community trade marks
must have effect and cover the entire
area of the Community for this:is

the onLy‘way of preventing inconsistent
decisions on the part of the courts and
the 0ffice and of ensuring that the
unitary character of .Community trade
marks is not undermined. The rules
contained in the Convention on
jurisdiction and enforcement of
judgments in civil and commercial
matters apply to all actions at law
relating to Community trade marks,

save where this Regulation derogates

from those rules.

Unchanged.
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body of the Community having legal
personality and exercising the precisely
delimited implementing powers which

are conferred on it by this Regulation,
and that it should operate within the
framework of Community law without
detracting from the competences exercised

by the Community's institutions.

In order to ensure that parties who are - Unchanged.
affected by decisions made by the Office

are protected by the Law in a manner

which is entirely suited to the special

character of trade mark law, it is

necessary to establish, within the

Office, boards of appeal compoéed

of three independent members who

are qualified in Llaw and who will

be responsible for examining, from the

”point of view of both.substance and

law, the decisions made by the Office's:

divisions.

In order to ensure that in interpreting and . Unchanged.
applying this Regulation the law is observed,
the decisions made by the boards of appeal
must be open to appeal to the Court of
Justice. This judicial control must be
available even in cases where none of the
parties appeals against an erroneous decision
made by a board of appeal. The Commission
must in such cases be enabled to enter an
appeal in the Court of Justice in the interest
of the Llaw.
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The institutional structure of the
Community, the balance of pouérs

and the democratic control of the
0ffice's budget can only be maintained
if the Assembly and the Council adopt
the Office's budget in conformity with
the provisions contained in the Treaty
which relate to the adoption of the
budget of the European Communities,

and utilize, in relation to the Office's
revenue and expenditure, together with
the Court of Auditors, the powers of
control which are conferred by the Treaty.

has adopted this Regulation:

Amended Proposal

Unchanged.
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Title I
GENERAL PROVISIONS

Article 1 ' Arficler1
(Community trade mark) Unchanged.

(1) A trade mark for goods or
services which conforms with the
conditions contained in this
Regulation and is registered in
manner herein provided is
hereinafter referred to as a

'Community trade mark’.

(2) A Community trade mark shall
have identical effect throughout
the Communfty. No trade mark sﬁall
be registered as a Community trade
mark otherwise than for the entire

area of the Community; a Community

. trade mark shall not be transferred

or surrendered or be the subject of

‘a decision revoking the rights'of the

proprietor or declaring it invalid,
nor shall its use be prohibited,
save in respect of the entire area
of the Community.

Article 2 ' , Article 2
(Community Trade Marks Office) ‘Unchanged

For the purpose of the application of
this Regulafion a Community Trade Marks
0ffice, hereinafter réferred to as the
'Office', is hereby established.
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Title II

THE LAW RELATING TO TRADE MARKS
Section 1

DEFINITION OF A COMMUNITY TRADE MARK
OBTAINING A COMMUNITY TRADE MARK

Article 3

(Signs of which a Community trade mark

may consist)

A Community trade mark may consist of
words (including surnames), designs,
letters, numerals, combinations of
colours, the shape of goods or of
their packaging, or of any other

signs which are capable of
distinguishing the goods or services
of one undertaking from those of other

undertakings.

Article &

(Persons who can be proprietors of

Community trade marks)

(1) The following persons may be proprietors

of Community trade marks:

(a) nationals of any Member State, and

. nationadls of any non-Member-State who

are habitually resident in the Community

10.

Amended Proposal

Article 3

A Community trade mark may consist of
any signs, particularly words,
including personal names, designs,

letters, numerals, combinations of

~colours, the shape of goods or of

their packaging, which are capable
of distinguishing the goods or services
of one undertaking from those of other

undertakings.

Article 4

(1) The following persons may be
proprietors of Community trade marks:

a) nationals of the Member States;

or who have a real’and effective industrial

or commercial place of business in the

Community.
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Original Proposal ‘ Amended Proposal

(b) nationals of any State - - (b) nationals of any State which is
which is party to the Paris .party to the Paris Convention for
Convention for the Protection the protection of industrial property,
of Industrial Property, hereinafter hereinafter referred to as "thé
referred to as the Paris Convention, Paris Convention";

and persons who are deemed to be -such
by the operation of Article 3 thereof;

(¢) nationals of any other State which (¢c) nationals of States uhiéh are not
accords to nationals of the Member party to the Paris Convention:
States the same trade mark protection - who are domiciled or who have
as it accords to its own nationals. real and effective industrial

or commercial establishments on
the territory of the Community

or of a State which is party to
the Paris Convention, or

- when these States accord to
nationals of all the Member
States the same trade mark
protection as they accord to

their own nationals.

(2) Legal persons, including those £2) Unchanged.
companies and associations which under the

Law that governs them aré regarded as

legal persons, shall be treated as

nationals within the meaning of paragraph 1.
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Article 5

(means whereby the rights in

a Community trade mark are

obtained)

The rights in a Community trade mark
are obtained by registration,
Article 6

(Absolute grounds for refusal)

o)

Trade marks which do not conform

to the requirements of Article 3 or 4,

and trade marks which are not distinctive,

shall not be registered; in particular

the following trade marks shall not be

registered:

(a)

(b)

those which consist solely of signs

or indications which in trade

may be requisite for the purpose

of showing the kind, quality, quantity,
intended purpose, vaLue, geographical
origin, the time of prd&uction-of the
goods or of rendering of the service,
or other characteristics of the goods

or service;

those which consist solely of signs or
indications which are customarily used
to designate the goods or servicein
the current language of the tréde or
in the bona fide and established

practices thereof.

Amended Proposal

Article 5

Unchanged

Article 6

(1) Unchanged



i

2)
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In addition, the following

shall not be registered:

(a)

(b)

_(c)

the shape which results from

the nature of the goods them-
selves, or which has some
technical consequence; also

the shape of the goods

where this affects their
intrinsic value; - »
trade marks which include signs
or indications liable to mislead
the public, particularly as to
the nature, quality or geographical

origin of the goods or service;

trade marks which are contrary

to public policy or to accepted
principles of morality, and those
which fall within the provisions
or Article 6 ter of the Paris
Convention.

13.

Amended Proposal _

2)

In addition, the following shall

not be registered:

(a)

(b)

(c)

@

Unchanged

trade marks which are Lliable to
mislead the public particularly
as to the.nature, quality or

geograbhical origin of the goods

or service;

trade marks which are contrary
to public policy or to accepted
principles of morality, or those
which have not been authorized
by the competent authorities and
are to be refused pursuant to
article 6 ter of the Paris

Conventiong

trade marks which include badges,
emblems and escutchéons other
than those covered by Article 6
ter of the Paris Convention and
of public interést, specified

in the implementing Regulation.
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(35 Paragraphs 1 and 2 shall apply '
nothw{thstanding thét the grounds of
non-registrability obtain in only
part of the common market.

(4) Paragraph 1(a) shall not apply
if the trade mark has become distinctive
~in consequence of the use which has been

made of it.

Article 7

(Relative grounds for refusal)

(1) A trade mark shall not be registered

if it is identical with or similar to an

earlier trade::mark, and the good§ or services

designated by each of the trade marks are

_identical with or similar to each other with

the result that there arises a serious

likelihood of confusion on the part of .

the public in the territory in which the

‘_ earlier trade mark has effect.

13,

Amended Proposal

(3) Paragraphs 1 and 2 shall apply
notwithstanding that the grounds of

‘non-registrability obtain in only

part of the Community.

(4) Paragraph 1(a) shall not apply if
the trade mark has become distinctive
in relation to the goods or
services for which registration is
requested in consequence of the

use which has been made of it.

Article 7

(1) A trade mark shall not be

'régistered

(a) if it is identical with an
earlier right, and the goods
or services are identical with
those for which the earlier
right was registered in the
cases referréd to in paraéraph
2(a) or (b) or has been used
in thé cases referred to in

paragraph 2(c) or (d);

(b) if it is identical with an
“earlier right, and the goods
or services are similar to
those for which the earlier
right was registered in the

cases referred to in paragraph

2(a) or (b) or has been used
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{2) Earlier trade marks are trade marks

of the following kinds in respect of which
the date of application for registration
preceded the date of apglication'for
registration of the Community trade mark,
taking account, where apprdpriate, of the
priorities claimed in respect of those

trade marks:

(a) Community trade marks,

(b) trade marks registered in a Member
State, including those registered

in the Benelux countries;

(c)

(a)

15.

Amended Proposal

in the cases referred to in paragraph
2(c) or (d), with the result that there
arises a likelihood of confusion
befueen the Community trade mark
applied for and the earlier right on
the part of the publié in the

territory in which the earlier right

has effect;

if it is similar to an earlier right,
and the goods or services are identical
with or similar to those for which

the earlier right was registered in the
cases réferred to in paragraph 2(a) or
(b) or has been used in the cases
referred to in paragraph 2(c) or (d),
with the -result that there arises a
likelihood of confusion between the
Community trade mark applied for and
the earlier right on the part of the
public in the territory in which the
earlier right has effect.

£2):An "earlier right" means:

trade mérks of the following kinds in

respect of which the date of application

for registration ﬁreéeded the date of

application for registration of the

Community trade mark,'taking account,

where appropriate, of the priorities

claimed in respect of those trade

marks:

- Community trade marks,

- trade marks registered in a Member
State, including those registered

in the Benelux countries,
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16.

Amended Proposal

(c) trade marks registered under
arrangements which have effect

in a Member Statej

and trade marks uhiéh, on the date on

b
which application is made for registration
of them as Community trade marks are well
known in a Member State, in the seh;e in
which the words 'well known' are used in ~ ¢¢)
Article 6 bis of the Paris Convention.

)

(e)

- trade marks registered under
international arrangements which
have effect in a Member State;

application for the trade marks referred

to in (a), subject to their registration;

tfade marks, which, on the:date of
application for registration'of the
Community trade mark are well known in a
Member State, in. the sense in which the
words "wetl known" are used in Article

6a of the Paris Convention;

any signs used in the business world
before the application for registration
of the Community trade mark which, under
the law of ‘the Member Stéte governing
them, confer on their proprietor the
right to prohibit the use of subsequent

trade marks}

"any signs containing:

- the name of a third person, where use
of this name in relation to the goods
or services for which the Community
trade mark is applied for is Lliable
to cause serious detriment to the
honour, reputation or credit of that
person, , _
- a portrait of a third person,

- a work of a third person protected by
copyright or by an industrial model or
design, |

so ~however, that in any oppositiqn based

on such a sign a Likélihood of confusion

does not need to be established.
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(3) Where an agent or representative of the (3)Unchan§ed
_rightful proprietor of a trade-mark applies

for registration thereof in his own nahe

uifhout the proprietor's consent, registration

shall be refused unless the agent or represent-

ative justifies his action.

(4) This Article applies only where the (4) This Article applies only where the

proprietor of the earlier trade mark, or . proprietor of an earlier right within
abf a trade mark to which pabagraph 3 applies, the meaning of paragraph 2, which
“has been successful in opposing rééistration does not subsist only in a particular
éf the Community trade mark, his opposifioﬁ Locality, or of a trade mark to which
héving been in conformity'uith the.prpvisions paragraph 3 applies, has been

of this Regulation. - ‘ successful in opposing registration

of the Community trade mark, his
opposition having been in conformity

with the provisions of this Regulation.
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Section 2
EFFECTS OF COMMUNITY TRADE MARKS

Article 8

(Rights conferred by a Community

trade mark)

(1) A Community trade mark confers on the
proprietor exclusive rights therein. The
proprietor shall be entitled to prohibit
any third party from using in :the course of

trade, save with his consent:

(a) any sign which is identical with or
similar to the Community trade mark
in relation to goods or services which
are identical with or similar to those
for which the Community trade mark is
registered, where such use involves a
serious Llikelihood of confusion on the

part of the public;

(b) any sign which is identical with or
similar to the Community trade mark in
relation to goods or services which are
not similar to those for which the
Community trade mark is registered, where
the Community trade mark is of‘wide repute
and use of that sign is detrimental to that

repute;

_18.

Amended Proposal

Article 8

(1) A Community trade mark confers

on the proprietor exclusive rights therein. The
proprietor éhaLl be entitied uapndﬁbif
any third party from:using in the course of

trade, :save with his consent:

(a) any sign which is identical with
the Community trade mark in relation
to goods or services which are
identical with those for which the

Community trade mark is registered;‘

(b) -any sign which is identical with
the Community trade mark in
relation to goods or services which
are similar to those for which
the Community trade mark is .
registered where because of the
similarity of the goods or
services, such use involves a
likelihood of confusion between
the sign and the Community trade

mark on the part of the public;
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(2) Use of the following kinds, inter
alia, may be prohibited ynder para-

graph 1:

(a) affixing the sign to the goods or

to the packaging théreof;

(b)'pdtting the goods on the market
under that sign, or supplying
services thereunder;

(c) using the sign on business

correspondence or invoices.

19.

Amended Proposal

(c)

()

(€3]

any sign which is simitar to the Community
trade mark in relation to goods or services
which are identical with or similar to
those for which the Community trade mark
is registered, where because of the
similarity of the signs and the identity :.
or similarity of the goods or services

such use involves a likelihood of confusion
between the sign and the Coﬁmunity trade

mark on the part of the public,

any sign which is identical with or similar
to the Community trade mark in relation to
goods or services which are not similar

to those for which the Community trade

mark is registered, where the latter is of
wide repute. in the Community and where

use of that sign would constitute
unwarranted exploitation of the commercial
value and the repute of the Community

trade mark.

The following, inter alia, may be prohibited

under paragraph 1:

“(a)

(b)

(c)

Unchanged

Unchanged

using the sign on business papers.
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(3) The rights conferred by a Community
tréde mark shall prevail against third
parties from the date of publication

of registration of the trade mark.
Reasonable compensation may however

be claimed in respect of matters arising
after the date of publication of a
Community trade mark application, which
matters would, after publication of
registration qf the trade mark, be
prohibited by virtue of that publication.
The court seized of the case shall stay
the proceedings until the registration
has been published.

Article 9

(Reproduction of Community trade marks

in dictionaries)

(1) The publisher of a dictionary,
encyclopaedia . or similar_uork shall
ensure that any reproduction of a
Community trade mark therein is
"accompanied by an indication that
the trade mark is registered.

" (2)Where the publisher_fai(s to comply
‘}with the requirements of parag}éph 1 he
‘éhall, at the réqqest of, the proprietor
of the Community trade mark, correct the
.matter at his own expense in the next

edition of the publication.

20.

Amended Proposal

(3) Unchanged.

Article 9

(1) The publisher of a dictionary
encyclopaedia or similar work shall
ensure that any reproduction of a
Community trade mark therein is
éccqmpahied by an indication that

the trade mark is registered, where the
reproduction of this trade mark in such
works gives the ihpreséion that it V
constitutes the generic name of the
goods or services for which the trade
mark is registered.

(2) Unchanged.
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Article 10

(Limitation of.the effects of a
Community trade mark)

A Community trade mark does not
entitle the proprietor to prohibit
a third party from using in the

course of trade:
(a) his own surname and address

(b) indications concérning'the kind,
quality, quantity, intended
purpose, value, geographical
origin, the time of production
of the goods or of rendering
of the service; or other
characteristics of the'goods
or'service;

(c) -the trade mark for the purpose
of indicating the intended
purpose of accessories or

spare parts;

provided he does not use them as a
trade mark.

21.

Amended Proposa(

Article 10

A Community trade mark does not
entitle the proprietor to prohibit
a third party from using in the

course of trade
(a) his own name and address

(b} Unchanged

(c) thetrade’mark where it is
" necessary to indicate the intended
purpose of a product or service,
-ih'particular accessories or spare
parts; '

provided he uses them in accordance
with honest industrial or commercial
practice.
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Article 11

(Limits of the rights conferred

by a Community trade mark)

n

A Community trade mark does not

entitle the proprietor to prohibit

its use in relation to goods which

have been put on the market under

that trade mark by the proprietor

or with his consent.

2)
(a)

(b)

(c)

Paragraph 1 shaL[:not apply:

where, the goods having been

put on the market outside the
Community, the proprietor is
lggally entitled tb oppose

their importation into the
Community; ,
where the condition of the goods
ié changed or impaired zfter they

have been put on the market;

where the goods are repackaged

by a third party; but this provision
shall not apply where the third
party proves that the use made of
the trade mark by the proprietor,
taking into consideration his

system of marketing, tends to
fragment the markets artificially
and that the repackaging could not
affect the original condition of

the goods, if the third party

22.

Amended Proposal

Article 11

(1) A Community trade mark does not
entitle the proprietor to prohibit
its use in relation to Qoods which
have been put on the market in the
Community under that trade mark by
the proprietor or with his consent.

(2) Paragraph 1 shall not apply
where the condition of the goods is
changed or impaired after they have
been put on the market.
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informs the proprietor before-
hand that the repackaged goods
are to be put on the market and
the new packaging indicates that
the goods have been repackaged
by the third party. '

Article 12

(Supplementary applicafion of
national law relating to

infringement)

(1) The effects of Community trade marks

shall be governed solely by the provisions

- of this Regulation. Savé as otherwise herein
provided, the civil sanctions for infringement
of a Community trade mark shall be governed by
the Llaw-on ciViL sanctions for infringement of
a national trade mark which applies in the

_ Member State in which the court héaring the
action is located.

23.

Amended Proposal

Article 12

- (1) The effects of Community trade

“marks shall be governed solely by

the provisions of this Regulation.
Save as otherwise herein provided,
the infringements of a Community
trade mark shall be governed by
thé law of Member States relating to
infringement of a national trade
mark in the Member State in which
the Court hearing the action is
located.

(1a) This Regulation shallt not
prevent fhe proprietor of a
Community trade mark from bringing
actions in respect of that mark
under the law of Member States relating in
particular to civil Lliability and.

unfair competition, provided that

.such actions are not brought on

the same gfounds as those contained
in Articles 8 and 9.



Original Proposal

~ (2) The rules of procedure to be
applied shall be determined in
accordance with Article 76 and
the Articles which follow it.

Section 3

USE OF COMMUNITY TRADE MARKS

Article 13

(G D) A Community trade mark shall be put
to serious use in the common market,
consistently with the terms of this

Regulation, in connection with the goods

or services in respect of which it is

registered, unless there exist legitimate

reasons for not doing so.

24,

Amended Proposal

(2) Unchanged

Article 13

(1) 1f, within a period of five years
following registration, the proprietor
has not put the Community trade mark
to genuine use in the Community in
connection with the goods or services
in respect of which it is registered,
or if such use has been suspended
during an unintefrupted period of five
years, the Community trade mark shall
be subﬁect to the sanctions provided
for in this Regulation, unless there
exist legitimate reasons for non-use.

(1a) The following shall also constitute
use for the purposes of paragraph (1):
(a) use of the Community trade mark
in a form differing in elements
"which do not alter the distinctive
character of the mark in the form
in which it was registered;

(b) affixing of the Community trade
mark to products or to the
packaging thereof in the Community
solely for export purposes.
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(2) Cirtumstances arising independently
of the will of the proprietor of a’
Community trade mark are alone sufficient
to constitute legitimate reasons for not

using it.

(3) Use of a Community trade mark by a
Licensee or by a pefson who is associated
economically with the phoprietor shall

be deemed to constitute use by the

proprietor.

Section 4

DURATION AND ALTERATION OF COMMUNITY
TRADE MARKS

Article 14

(buration of registration)

Community trade marks shall be registered
for a period of ten years from the date of

filing of the application. Without prejudice
to the application of Article 37, registration

may be renewed for further periods of ten

years.

25.

Amended Proposal

(2) Unchanged

(3) Use of the Community trade mark
with the consent of the proprietor
shall be deemed to constitute use

by the proprietor.

Article 14

Community trade marks shall be
registered for a period of ten
years from the date of filing of the

_application. Registration may be

renewed in accordance with Article 37

for further periods of ten years.
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Article 15
(Alteration)

(1) No alteration of a Community trade
mark shall be allowed during the period

of registration or on renewal thereof.

(2) where, however, a Community trade mark
includes thername and address of the
proprietor, these may be altered, provided
the atteratioﬁ does not substantially change
the trade mark. Any alteration shall be

registered.

26.

Amended Proposal

Article 15

(1) The Community trade mark shatl
not be altered in the register during
the period of registration or on
renewaL'thereof.

(2) Where, however, the Community
trade mark includes the name and
address of the probrietor, any
alteration thereof, provided it does
not substantially change the trade
mark, may be.registered at the

request of the proprietor.

(3) The publication of the registration
shall contain a representation of

the Community trade mark as altered.
Third parties whose rights may be
affected by the alteration may
challenge the registration thereof
within a period of three months
following publication.



(C)]

Original Proposal

Section 5
COMMUNITY TRADE MARKS AS OBJECTS
OF PROPERTY

Article 16

(bealing with Community trade marks

as national trade marks)

(1) Unless Article 17 to 22 otherwise
provide, a Community trade mark as

an object of property shall be

regarded in all respects, including

its geographical coverage of the

"entire area of the Community, as

a trade mark registered in the Member
State in which, accord?ng to the Register
of Community Trade marks, -the applicant
had his habitual residence or principal
place of business or, failing either

of these, a place of business, on the
date of filing of the Community trade

mark application.

(2) In cases which are not provided
for by paragraph 1 the Member State
referred to in that paragraph shall be
the Member State in which the head-
quarters of the Office is situated.

27.

Amended Proposal

Article 16

(1) Unless Articles 17 to 22 provide
otherwise, a Community trade mark

as an object of property shall be
dealt with in its entirety, and for
the whole area of the Community, as

a national trade mark registered

in the Member State in which, according
to the Register of Community trade

marks,

(a) the applicant had his domicile

of principal place of business. .-
on the date of. filing of the “
“Community trade mark application,

or

{b) where subparagraph (a) does not
apply, the applicant had a place

of business on that date.

(2) Unchanged
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Article 17

(Transfer)

(1) A Community trade mark may be
transferred, separately from any
transfer of the undertaking, in
respect of some or all of the goods

or services for which it is registered.

(2) A transfer of the whole of the
undertaking shall, unless éome other
intention appears, have effect to
transfer any Community.trade_mark

of the undertaking.

(3) Without prejudice to paragrqph 2;
an assignment of a Cbmﬁdnity tradé'mérk
shall be made in writing; otherwise it
shall be void.

28.

Amended Proposal

(3) If two or more persons are mentioned
in the'Register of Community trade
marks as joint applicants, paragraph 1
shall apply to the joint applicant
first mentioned; failing this, it
shall apply to the subsequent joint

~applicants in the order in which

they are-mentioned. Where.paragraph 1
does ‘not apply to any of the joint
applicants, paragraph 2 shall apply.

Article 17

(1). Unchanged.

(2) A transfer of the whole of the
undertaking shall, unless otherwise
agreed or unless some other intention
appears clearly from the circumstances
include the transfer of the Community
trade mérk._ This provision shatl
apply to the contractual obligation
to transfer the undertaking.

(3) Without prejudice to paragraph 2,
an assignment of the Community trade
mark shall be made in writing and shall

require the signature of the parties

- to the contract, except when it is a

result of a judgment.
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(4) Where it is clear from: the
transfer documents that because
of the transfer the Community
trade mark will mislead the

" public concerning the nature, quality

- or geogréph{cal origin of the goods

or services in respect of which it
is registered, the Office shall not
register the transfer.

(5) A transfer shall not affect rights
acquired by third parties before the date
of transfer. '

(6) A transfer shall not take effect vis-&-vis
the Office or third parties until it has been
registered, and then only to the extent that
the transfer documents require. A transfer
shalt nevertheless_take effect before

registration vis-a-vis third parties

who have acquired rights in the:trade mark
after the date of transfer but.who knew of
the transfer at the date on which they
acquired those rights. '

29-

Amended Proposal

(4) Where it is clear from the transfer

.documents that because of the transfer
" the Community trade mark is Likely to

mislead the public concerning the
nature, quality or geographical
origin of the goods or services in
respect of which it is registered,
the Office shall not register the
transfer unless the new proprietor
agrees to Limit registration of the
Community trade mark to goods~':.

" or services in respect of which it

is not Likely to mislead.

(5) Unchanged

(6) Unchanged



Original Proposal ' ' Amended Proposal

Article 18 " Article 18
"(Rights 'in rem")

(1) A Community trade mark may be Unchanged
charged as security or otherwise be

the subject security rights in rem,

separate[y from the undertaking.

(2) Security rights in rem which are
created over a Community trade mark,

and any transfer of those rights, shall
not have effect vis-3-vis third parties
until the rights have been registered, or
until the transfer has been registered, as

the case may be.

Article 19 Article 19
(Levy of execution)

(1) A Community trade mark be levied in Unchanged
execution and be the subject of enforcement
measures following thereon, separately from

the undertaking.

(2) As regards the procedure for enforcement
measures in respect of a Community trade mark, .
the courts and authorities of the Member State
which is relevant for the purposes of Article 16

shall have exclusive jurisdiction.

30.
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Article 20

(Insolvency énd similar proceedings)

Until such time as common rules are in
operation between the Member Sfates,
the only Member State in which a
Community trade mark may form part

of the assets in an insolvency or in
similar proceedings shall be the
Member State in which those

proceedings are first opened.

Article 21

(Licensing)

¢(1) Licences may be granted in respect of’
a Community trade mark for some or all of
the goods or services for which it is
registered.

(2) Thelrights conferred by a Community

trade mark shall not be asserted vis-a-vis

a licensee unless he operates his licence

beyond the period of time for which it was
granted or uses the trade mark in relation
to goods or services for which it has not
been registered or does not comply with
the proprietor's instructions concerning

the quality of the goods or services.

31.

Amended Proposal

Article 20

Unchanged

Article 21

(1) Unchanged

(2) The rights conferred by a Comunity
trade mark may be invoked against a
licensee only if he contravenes the
Limits on his Llicence with regard

to its duration or to the Llicenced
scope of the goods or services for
which the trade mark is registered or
does not comply with the proprietor's
instructions in respect of the quality
of the goods or services. '
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(3) The proprietor of a Community
trade mark shall ensure that the
quality of the goods manufactured

or of the services provided b} the
Licensee is the same as that of the
goods manufactured or of the services
provided by the proprietor.

%) Paragraphs 5 and 6 of Article 17 apply

to licences.
Article 22

(The right of property in an application
for a Community trade mark)

Articles 16 to 21 appiy to applications
for Community trade marks.

32.

Amended Proposal

(3) The proprietor of a Community trade
mark shall take adequate measures- to
ensure that the quality of thegoods:
manufactured or of the services provided
by the Licensee conforms with his

instructions.

(4) Unchanged.

Article 22

Unchanged.



33.

Original Proposal _ Amended Proposa(

Title 111

APPLICATIONS FOR_COMMUNIfY
TRADE MARKS

Section 1

FILING OF APPLICATION AND THE
CONDITIONS WHICH GOVERN THEM

ArticLe 23 Article 23

‘(Filing of applications)

An application for a Community trade _ Unchanged
mark shall be filed at the Office

Article 24 _V ' Article 24

(Conditions governing applications)

(1) The following, inter alia, shall (1) The following, inter alia, shall be
be included in an application for a jncluded in an application for-a::.
Community trade mark: Community trade mark:

{a) particulars identifying the applicant; {a) information identifying the applicant;
(b) a List of the goods or services} " (b) Unchanged

(c) a representation of the trade mark; , (¢) Unchanged

(d) uhere paragraph 2 of.ArticLe 72 appties' (d) (deleted)

the relevant power of attorney.

(2) The fees shall be paid upon filing of the (2) The minimum amount of fees shall

application. be paid within one month after the

filing of the application.
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Article 25

(Date of filing)

The date of filing of a Community
trade mark application shall be the
date on which the documents specified
in Article 24 are received, provided
the minimum fees have .at that date

been received by the Office.

Section 2

PRIORITY
Article 26
(Right of priority)

(1) A person who has duly filed an
application for a trade mark in or

for any State which is a'party to the
Paris Convention, or his successors in
title, shall, for the purhose of filing
a Community trade mark applidation for
the same trade mark in respect of goods
or services which are identical with
those for which the application has been
filed, be entitled to a right of priority
for a period of six months following the
date of filing of the first application.

(2) Every filing which is equivalent to
a regular national filing under the
national law of the State where it

was made or under bilateral or
multilateral agreements shall be
recognized as giving rise to a right

of priority.

34.

Amended Proposal

Article 25

The date of filing of a Community trade
mark application shall be the date on which
the documents specified in Article 24

paragraph (1) are received.

Article 26

Unchanged



Original Proposal . Amended Proposal

{3) Regular national filing means
any filing which is sufficient to
establish the date on which the
application was made, whatever the
outcome of the application.

(4) A subsequent applicétion for a

trade mark which was the subject of a
previous first application in respect

of the same goods or services, and

which is filed in or for the same State,
shall, for the purpose of determining
priority, be considered as first
application, provided that at the date

of filing of the subsequent application,
the previous application has been withdrawn,
abandoned or refused, without leaving any -
rights outstanding, -and no right of

" priority has been claimed in respect of
it. No right of priority shall thereafter
bé claimed in respect of the previous

application.

(5) If the first filing has been made in a
State which is not a party to the Paris
Convention, paragraphs 1 to 4 shall apply
only in so far as that State grants on the
basis of a first filing made at the Office
a right of priority which is subject to
conditions equivalent to those laid down
in the Paris Convention and which has
equivalent effect.

35.
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Article 27
(Ctaiming priority)

An applicant who wishes to take
advantage of the priority of a
previous application shall file
The
Office may require production of

a declaration of priority.

a copy of the previous application
and, if necessary, a translation of
it in the Office's procedural '
Language.

Article 28
(Right of Priority)

The right of priority shall operate

so that the date of first filing shall
be treated as the date of filing of

the Community trade mark applicafion,
save for purposes of the application of
Article 14.

Article 29

(Equivalence of Community fjling and

national filing)

For purposes of the application of Article
4of the Paris Convention, a Community trade.
mark appliéation which has been accorded

a ‘'date of filing shall in the Member

States be equivalent to a regular national
filing.

36.

Amended Proposal

Article 27

An applicant desiring to take advantage of
the priority of a previous application shall
The

0ffice may require production of a copy

file a declaration of priority.

of the previous application and, if
necessary, a translation of it in the
0ffice's procedural language.

Article 28

The right of priority shall have the
effect that the date of priority shall
count as the date of filing of the
Community trade mark application for the
purposes of establishing which rights
take precedent.

Article 29

A Community trade mark application which
has been accorded a date of filing shall,

in the Member States, be equivalent to a
regular national filing, where appropriate
with the priority claimed for the Community

trade mark application.
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Title IV

REGISTRATION PROCEDURE -

Section 1

EXAMINATION OF APPLICATIONS

Article 30

(Examination as to whether the
application satisfies the
relevant substantive conditions)

(1) A Community trade mark application
shall be rejected if it cannot be
accorded a date of filing because the
relevant conditions have not been
satisfied.

(2) A Community trade mark application
which is irregular as to fbrm; or in

respect whereof the amount of feeé}paid
is edual'to the minimum fee chargeable
but Less than the prescribed fee, shall
be rejected. No rights of priority may
be claimed in respect of an application

where the priority provisions contained in

this Regulation have not been complied with.

37.

Amended Proposal

Article 30

(1) The Office shall examine whether:
(a) the Community trade mark
application satisfies the
requirements for the accordance
of a date of filing:

(b) the COmﬁunity trade mark
application is regular as to

 form:

(c) the fees due have been paid
in the prescribed periods.

(2) where the Community trade mark
application does nbt satisfy the
requirements referred to in paragraph
1, the 0ffice shall give the applicant
an opportunity to correct the
deficiencies.
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(3) Paragraph?2 éhall not apply -
until the applicant has been
requested to correct the

" dirregularities or to pay the

prescribed amount of fees.

Article 31

(Examination as to absolute grounds for

refusal)

(1) Where, under Article 6, a trade mafk
is ineligible for registration in respect
of some or all of the goods or services
covered by the Community trade mark
application, the application shall be
rejected as regards those goods or

services.

38.

Amended Proposal

(3) If the deficiencies referred to
in paragraph 1(a) are not remedied

in the prescribed period, the
application shall not be dealt with
as a Community trade mark application
Where the applicant complies with the
invitation of the Office to remedy
these deficiencies, the date of
filing accorded to the application
shall be the date on which the

deficiencies are remedied.

(4) If the deficiencies referred to
in paragraph 1(b) or (c¢) are not
remedied in the pfescribed period,
the application shall be refused.

(5) Where the requirements concerning
the claim to priority have not been
satisfied, the right of priority shatl
be Lost for the application.

Article 31

(1) Unchanged
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(2) Where the trade mark inclﬁdes

an element which is not distinctive,
registration of the trade mark may

be subject to the applicant's agreeing,
if the Office requested him to do so,
that his rights in the trade mark are

not exclusive.

(3) The application shall not be rejected
before the applicant has been allowed the
opportunity of withdrawing or amending the
application or of submitting his observations

on the matter.

(4) The application shall be published in
respect of the goods or services for which

it is not ineligible for registration.

39.

Amended Proposal

(2) Where the trade mark contains
an element which is not distinctive,

" and where the inclusion of that

element in the trade mark could give
riée to doubts as to fhe scope of
protection of the trade mark, the
office may, as a condition for
registration of that trade mark,
requirevthat the applicant states
that he disclaims any exclusive.
right to such element. Any disclaimer
shall be published together with

the application or the registration
of the Community trade mark, as the

case may be.

(3) Unchanged

(4) Unchanged

(5) Where, after publication, the application (5) unchanged

is rejected under paragraph 1 or 2, the
decision that it has been rejected shall,

upon becoming final, be published.
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Article 32

(Amendment of application)

A'Community trade mark application
may upon request be aménded by
restricting the Llist of goods

or services, or by rectifying the’
name and address of the applicant,
errors of wording or of copying,

or other obvious mistakes, provided
that such rectification does not
substantially change the trade
mark. ’

40.

Amended Proposat

Article 32

(1) The applicant may at any time
withdraw his Community trade mark
application or restrict the list

of goods or services contained
therein. Where the appl{cation has
already been published, the
withdrawal or restriction shall -

also be published.

(2) In other respects, @ Community
trade mark application may only

be amended upon request of the
applicant by rectifying the name
and address of the applicant,
errors of wording or of copying,
or other obvious mistakes, provided
that such rectification does not
substantially change the trade
mark or extend the list of goods
or services. Where the amendements
affect the representation of the
trade mark or the Llist of goods

or services and are made after
publication of the appiication,
the trade mark application shall
be published as amended; Article 15
paragraph 3 shall apply mutatis
mutandis.



Original Proposat

Section 2

OBSERVATIONS BY THIRD PARTIES
AND OPPOSITICON

Article 33

(Observations by third parties)

Any natural or legal pérson and any
group or body representing
manufacturers, producers, traders

or consumers may, after publication
of a Community trade mark application,
submit to the Office written
observations explaining on which
grounds, under Article 6, the trade
~mark is ineligible for registration.

Article 34

(Opposition)

{1) Proprietors of trade marks_of the

kinds referred to in Article 7 may within

three months following publication of a
Community trade mark application enter
opposition to registration of the trade

‘mark. Registration may be opposed only

on grounds of ineligibility under Article 7.

41.

Amended Proposal

Article 33

(1) Following the pubLication of
the Community trade mark application,

" any natural or legal person and

any group or body representing
manufacturers, producers, suppliers
of services, traders or consumers
may submit to the Office written
observations explaining on which
grounds, under Article 6, the trade
mark is ineligible for registration.
They shall not be parties to the
proceedings before the Office.

(2) The observations referred to

in paragraph 1 shall be communicated
to the applicant who may comment on
them.

Article 34

(1) Within a period of fhree'mohths
following the publication of a
Community trade mark application
notice of opposition to registration
of the trade mark may be given on
the grounds that it may not be

registered under Article 7.
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(2) Opposition shall be expressed in
writing and shall specify the grounds
on which it is made. It shall not be
treated as duly entered until the

opposition fee has been paid.

(3) 1f the opposing party has no habitual
residence or place of business within the
Community he shall, if the applicant so
requests, provide security for the costs
of the proceedings. The amount of
security and the date by which it must

be provided shall be determined by the
Office. If security is not provided,

the opposition shall be treated as

having been withdrawn.

42,

Amended Proposal

(a) by the proprietors of earlier
rights referred to in Article 7
paragraph 2(a) to (d) as well
as licensees authorized by the

proprietor;

(b) by the proprietors of earlier
rights referred to in Article 7
paragraph 2(e) or the persons
who are entitled under the law
of Member States to exercise the
rights in question;

(¢c) by the proprietors of trade marks
referred to in Article 7
paragraph (3).

(2) Unchanged

(3) If the opponent has neither his
domicile nor a place of business
within the Community he shall, at
the request of the applicant, fumish
security for the costs of the
proceedings. The Office shall fix
the amount of the security and the
period within which it must be
deposited; If the security is not
deposited within the period specified,
the opposition shall be deemed to

be withdrawn.
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“Article 35

(Examination of opposition)

(1) When examining the opposition the
Office shall invite the parties to

submit their observations.

(2) If the applicant so requests or the
0ffice so requires, the proprietor of an
earlier Communify trade mark who has
entered an opposition shall furnish
proof that that trade mark has been
used in manner required by Article

13 durihg the period of five years
precediﬁg the date of publication of
the COmmunity'frade mark application,
provided the earlier cbmmunity trade
mark has at that date been registered
for not Less than five years. In the
absence of proof to this effect, the
opposition shall be rejected. If the
earlier Community trade mark has been
used in relation to part only of the
goods or services for which it is
registered it shall for purposes of

the examination of the opposition, be
deemed to be registered in résbect only
of that part. This provision shall apply
where the earlier trade mark is a trade
mark of the kind described in sub-
paragraph (b) or (c) of paragraph 2 of
Article 7. '

43.

Amended Proposal

Article 35

(1) In the examination of the opposition
the Office shall invite the parties

to file their observations.

(2) If the applicant so requests or
the Office so requires the proprietor
of an earlier Community trade mark
who has given notice of opposition shall
furnish proof that, during the period
of five years.preceding_fhe date of
publication of the Community trade
mark application, the earlier
Community trade mark has been put

to genuine use in the Community in
connection with the goods or services
in respect of which it is registered,
or that there exist legitimate
reasons for non-use, provided the
earlier Community trade mark has

at that date been registered for not
less than five years. In the absence
of proof to this effect, the opposition
shall be rejected. If the earlier
Community trade mark has been used

in relation to part only of the goods
or services for which it is registered
it shall, for purposes of the
examination of the opposition, be
deemed to be registered in respect
only of that part.
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(3) The Office shall, if it thinks
fit, invite the parties to make a
The Office

shall make proposals to them for this

friendly settlement.

purpose if it considers that conditions
can be imposed on the prospective use

of the trade mark applied for and

of the earlier trade mark in such manner
that there will be no serious Llikelihood
of confusion on the part of the public.

(4) If examination of the opposition
reveals that the trade mark is not
eligible for registration in respect
of some or all of the goods or services

for which the Community trade mark

44,

Amended Proposal

(2a) Paragraph 2 shall apply mutatis
mutandis to earlier national trade
marks referred to in Article 7
paragraph 2(a), with the proviso

that use in the Member State in which
the earlier national trade mark is
protected shall be substituted for
use in the Community.

(3) The Office shall, if it thinks
fit, invite the parties to make a
The Office

shall make proposals to .them for this

friendly settlement.

purpose if it considers that the .
prospective use of the trade mark
applied. for, of the earlier trade . :
mark or of ‘the earlier right can be
subjected to conditions- 'so that there
will be no Likelihood of confusion on
the part of the public.

(4) unchanged

application has been made, the application:

shall be rejected in respect of those
goods or services. Otherwise the

opposition shall be rejected.

(5) Where a final decision is taken to

refuse the application the decision shall

be published.

(5) Where the application is refused
completely, .the decision shall be

published upon becoming final.
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Section 3

REGISTRATION

Article 36

Where an application meets the
requirements of this Regulation

-and the registration fee.has been

paid in due time, the trade mark shall
be registered as a Community trade mark.
I1f the fee is not paid within the
period prescribed the application shall
be deemed to have been withdrawn.

45,

Amended Proposal

Articlte 36

Where an application meets the
requirements of this Regulation
and the registration fee has been
paid within the pericd prescribed,
the trade mark shall be registered
as a Community trade mark. If

the fee is not paid within this
period prescribed the application
shall be deemed to be withdrawn.
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Title V

RENEWAL

Article 37

(1) Where it is desired to renew the
registration of a Community trade mark
an application shall be made. A
decLaration of user shall be produced
and fees shall be paid. ‘

(2) The declaration of user shall specify
the goods or services in respect of which
the Community trade mark has been used in
manner required by Article 13" during the
period of five years prior to expiry of

the registration.

(3) The application shall be submitted, the
declaration of user produced and the fees
paid not earlier than six months before
expiry of the registration. Failing this,
they may validly be submitted, filed and
paid within six months following the

date of expiry of the registration, but

on payment of an additional fee.

46.

Amended Proposal

Article 37

(1) Registration of the Community
trade mark shall be renewed at the
requestlof the proprietor of the
trade mark or a licensee expressly
authorized by the'proprietor,
provided that the fees are paid.

(1a) The Office shall inform the
proprietor of the Community trade
mark and any third;party who has a
right in respect of the Community
trade mark recorded in the Register
of the expiry of the registration
in good time before the said

expiry.

(2) Deleted

(3) The request shall be submitted
and the fees paid within the six months
preceding the expiry of the
registration. Failing this, they
may validly be submitted and paid
within six months following the date
of expiry of the registration but on

payment of an additional fee.
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(4) Where the application is submitted,
the declaration of user produced and the
fees paid in respect'df part only of the
goods or services for which the Community
trade mark is registered, registration
shall be renewed only for that part of
the goods or services. '

(5) Renewal shall take effect from the date
on which the existing. registration expires.
The renewal shall be registered.

47.

Amended Proposal

(4) Where the request is
submftted and the fees paid in
respect of part only of the
goods or services for which the
Community trade mark is registered,
registration shall be renewed
only for that part of the goods

or services.

(5) Unchanged



Original Proposal
Title VI ’

SURRENDER, REVOCATION AND
INVALIDITY

Section 1

SURRENDER

Article 38

(1) A Community trade mark may be
surrendered in respect of some or
all of the goods or services for which

it is registered.

(2) Surrender shall be effected by
the proprietor of the trade mark by
means of writing delivered to the
office. The surrender shall not have
effect until it is recorded in the
Register.

&) Surrender shall be registered only
with the consent of any third party

who has a right in rem which is recorded
in the Register. If a Llicence is
recorded in the Register, the surrender
shall be recorded only if the proprietor
of the trade mark proves that he has
previouslty informed the Licensee of

his intention to surrender it.

48.

Amended Proposal

Article 38

(1) Unchanged

(2) Unchanged

(3) Surrender will be entered in

the Register only with the agreement
of any third party who has a right
under Articles 18, 19 or 20 recorded
in the Register. If a licence is
recorded in the‘Register, surrender
will be entered only if the

proprietor of the trade mark proves

that he-has informed the licensee

of his intention to surrender; this

entry will be made on expiry of

the period prescribed.



49,

Originél Proposal Amended Proposal

Section 2

GROUNDS FOR AND CONSEQUENCES
OF REVOCATION

Article 39 Article 39

(1) The rights of the proprigtbr of a
Comunity trade mark shall be declared
to be revoked on application to the
Office or.on the basis of a counterclaim

(Grounds for revocation)

(1) The rights of the proprietor of
a Community trade mark shall be

revoked: - . in'infringement proceedings:

(a) if the trade mark has not been (a) if the trade mérk,_uithin

used in manner required by Article: " an uninterrupted period of

13 during an unbroken period of five years, has not been

five years; but no person may claim put to genuine use in the

that the proprietor's rights in a Community in connection with

Community trade mark should be

revoked where, during the interval
between expiry fa the five year

period and filing of the application
for revocation, the trade mark has

been used in manner required by Artic[e
13 and this use was made in good faith

the goods or services in
respect of which it is
registered, unless there

exist legitimate reasons

- for non-use; however, no

person may claim that the
proprietor's rights in a
Community trade mark should
be revoked where, during
the interval between

expiry of the five year
period and filing of the
application or counter-
claim use of the trade mark
has been started or resumed
in good faith;



Original Proposal

(b) if, in consequence of acts of the
proprietor, the trade mark has
become the commbn name for a
productjor service in respect whereof

it is registered;

(¢) if, in consequence of the use made of it
in respect of the goods or services for
which it is registered, it is liable to
mislead the public, particularly as to
.the nature, quality or geographical
origin of those goods or services.

2. Where the grounds for revocation of rights
exist'in réspect of part only of the goods or
services for which the Community trade mark is
‘registered, the rights'of the proprietor shall
be revoked in respect only of that part of the
goods or services.

Article 40

(Consequences of revocation)

(1) Revocation shéll be declared by a decision
adopted in conformity with the terms of this

Regulation.

(2) The Community trade mark sha[L, within the
tenor of the decision revoking it, be deemed
not to have had the effects proQided for in
this Regulation from the time when any of

the grounds for revocation existed.

50.

Amended Proposal

(b) if, in consequence of acts
or inactivity of the proprietor,
the trade mark has become
the common name in the trade
for a product or service
in respect of which it is

registered;

(¢) Unchanged

2. Where the grounds for revocation of
rights exist in respect of part only
of the goods or services for which the
Community trade mark is registered, .

‘the rights of the proprietor shall

be declared to be revoked in respect only
of that part~of‘the goods or services.

Article 40

) Deleted

(2) The Community trade mark
shall, as from the date of the
decision revoking the rights of
the proprietor; be deemed no
longer to have the effects
provided for in this Regulation,
to the extent that the rights

of the proprietor have been

revoked. At the request of one



Original Proposal

(3) Subject to the provisions
contained in the Laws of the
Member States relating to actions
for compensation for damage caused

"by negligenté or by lack of good

faith on the part of the proprietor -
of the trade mark, or relating to unjust
enrichment, the retroactive effect of

" revocation shall not affect:

(a) any decision on infringement which .
has acquired the authority of a
final decision and has'been executed
before the decision. revoking the

‘rights of the p}oprietOr was
adopted:

(b) any contract concluded before the

decision revoking the rights of

the proprietor was adopted, in

so far as the contract has been

performed before the adoption of
that decision; but restitution of
sums paid under the contract may

be claimed on grounds of equity

to the extent justified by the

circumstances

51,

‘Amended Proposal

of the parties'it may be
provided in the decision that
the decision has effect from

an earlier date at uhich ahy of‘
the grounds for revocatioh ’

existed.

(3) Unchanged



Original Proposal

Section 3

GROUNDS FOR AND CONSEQUENCES
OF INVALIDITY

Article 41

(Absolute grounds of invalidity)

(1) A Cbmmunity trade mark which is
registered in breach of the provisions
of Article 6 shall be invalid.

(2) Where Spraragraph'(a) of .paragraph 1 of
Article 6 has been contravened, the Community
trade mark shall nevertheless not be declared
invalid if it has become distinctive after
registration.

52.

Amended Proposal

Article 41

(1) A Community trade mark which
"is registered in breach of the

provisions of Article .6 shall

be declared invalid on application
to the Office or on the basis

of a counterclaim in infringement
proceedingé.

(2) Where the Community trade
mark is registered in breach

of the provision of Article 6
paragraph 1(a), it may
nevertheless not' be  declared
invalid if, in consequence of
the use which has been made of
it, it has become distinctive
after registrétion, in relation
to the goods or services for

which it is registered.



Original Proposal

(3) Where the ground of jnvalidity
exists in respect of part only of '

the goods or services for which

the Community trade mark is registered,’
the trade mark shall be invalid as regards

only that part of the goods or services.

Article 42

(Relative grounds of invalidity)

(1) A Community trade mark shall be invalids

(a) where a trade mark of the kind described
in Article 7 exists in opposition to it
and the conditions set out in paragraph 1
or 3 of that Article obtain;

(b) where some other prior right exists in
opposition to it and there is a serious
likelihood of -confusion on the part of
the public between the trade mark and that
right; but this provision shall not apply
if the right subsists only in a particular

53.

Amended Proposal

(3) wWhere the ground of invalidity
exists in respect of part only’

of the goods or services for which
the Community trade mark is
registered, the trade mark shall
be declared invalid as regards
only that part of the goods or

services.

Article 42

(1) A Community trade mark:shall be
declared invalid on application to
the Office or on the basis of a |
counterclaim in infringement
proceedings:'

(a)where an earlier right referred to in
Article 7 exists in opposition
to it and the conditions set
out in paragraph 1 of that
Article obtain, except where the
earlier right subsists only in
a particular locality;

(b) where the condifions set out in
Article 7 paragraph (3) obtain.



54.

Original Proposal ‘ Amended Proposat_

locality. The expression 'some v
other prior rigﬁt' means any sign
used in the course of trade before
filing of the Community trade mark
application which, under the law

of the Member State'uhich‘governs
the sign, entitles the proprietor
to prohibit the use of any Llater

trade mark.

(2) A Community trade mark shall also be . (2) Deleted

invalid if it contains:

(a) a work protected by copyright or by
an industrial design or model;

(b) a portrait;

(c) a surname, where use of the trade mark
in relation to the goods or services
for which it is registered is Lliable
to cause serious detriment to the honour,
reputation or credit of the person whose

surname it is.

(3) A Community trade mark shall not be (3) A Community trade mark may not
declared invalid where the proprietor of any be declared invalid where the
such right as is mentioned in paragraph 1 or 2 proprietor of any such right as

has consented to registration of that trade mark. is mentioned in péragraph 1 has
consented expressly to registration
of the Community trade mark.



Original Proposal

(4) Where the proprietor of any such
right as ié mentioned in paragraph 1 or
2 applies for a declaration that a
Community trade mark is invalid, he
shall not enter a new application for .
thaf_purpose on the basis of another
such right which he could have averred
in support of the first application,

(5) Paragraph 3 of Article 41 shall apply.

Article 43

(Consequences of invalidity)

55.

Amended Proposal

(4) Where the probrietor of any
such right as is mentioned -in
paragraph 1 has previously épplied
for a declaration that a Community

trade mark is invalid or made a

.counterclaim in infringement

proceedings, he may not enter a
new application or counterclaim for
that purpose on the basis of
another such right which he could
have invoked in support of his

first request,

(5) Article 41 paragraph 3 shall
apply mutatis mutandis.

Articlte 43

(1) Where a debisiqn is adopted declaring a (1) The Community trade mark shall

Community trade mark invalid, the trade mark be deemed not to have had, as from
shall, within the tenor'of’the'decision the outset, the:éffects specified
declaring it inva;id, be deemed never to have in this Regulation, to the extent
had the effepts’brovided for in this Regulation that the trade mark has been

declared invalid.

from the time.uhen'the trade mark came into

existence.

(2) Paragraph 1 and 3 of Article 40 shall apply (2) Article 40 paragraph 3 shall
to invalidity of Community trade marks. apply mutatis mutandis to invalidity

of Community trade marks.



Original Propqsal

Article 44

(Limitation in consequence of

acquiescence)

(1) Where the proprietor of any such
right as is mentioned {n paragraph 1
or 2 of Article 42 has acquiesced in
the use of a Community trade mark
for a period of three successive
years, he shall not be entitled

to apply for a declaration that .the
trade mark is invalid on the ground
that that right, or some other right
of his, exists; but this provision
shall not apply if the Community trade
mark was applied for in bad faith.

56.

Amended Proposal

Article 44

(1) Where the proprietor of a Community
trade mark has acquiesced in the.use

of a later Community trade mark in the
Commuriity for a period of three
successive years, being aware of such
use, he shall not be entitled either
to apply for a declaration that the
Llater trade mark is invalid or to
obpose the use of the later trade mark
in respect of the goods or services for
which the later trade mark has been
used, unless the later Community trade
mark was applied for in bad faith.

(1a) Where the proprietor of another
earlier right mentioned in Article 7
paragraph 2 (a) to (d) has acquiesced
in the use of a later Community trade
mark in the Member State in which the
earlier right is protected for a
period of three successive years,
being aware of such use, he shall not
be entitled to apply for a declaration
that the Community trade mark is
invalid in respect of the goods or
services for which the Comﬁunity trade
mark has been used, unless the
Community trade mark was applied for
in bad faith.



Original Proposal

(2) Paragraph 1 shall not affect the
right of the pcopriefor of a well-known
trade mark, as defined in paragraph 2-
of Article 7, to apply for a declaration
that a Community trade ﬁark is invéLid,
provided he makeé the appLicafion within
the period of five years fol Llowing

registration of the Community trade mark.

(3) The proprietor of a Community trade
mark shall not entitled to oppose use of
the right referred to in paragraph 1 even
though the proprietof of that right is.no
longer entitled to apply for a declaration
that the Community trade mark is invalid.

Article 45

(Prior rights subsisting in particular

Llocalities)

(1) The proprietor of a prior rfght subsisting
in a particular locality may opposé use of

the Community trade mark in the territory where
his right is valid.

(2) Paragraph 1 shaLf cease to apply if the
proprietor of the prior right ha§ acquiesced in
the use of the :‘Community tradé mark'for é period
of three successive years; but this provision
shall not apply if the Communify trade mark was
applied for in bad faith. |

57..

Amended Proposal

{2) unchanged

(3) The probrfetor of a later
Community trade mérk shall not
be entitled to oppose use of the
earlier right referred -to in
paragraph 1 or 1a eveh_thodgh
that right. may no Longer be
invoked against -the Later
Community trade mark.

Article 45

(1) The proprietor of an earlier
right subsisting only in a

particular localityrmay oppose

- use of the Community trade mark

in the territory where his
right is protected.

(2) Paragraph 1 shall cease to

~apply if the proprietor of the
" earlier right has acquiesced in

the use of the Community trade
mark in the”territofy where his
right is protected for a period
of three successive years, being
aware of such use, uniess the



Original Proposal

(3) The proprietor of the Community trade
mark shall not be entitled to oppose use of
the right referred to in paragraph 1 even if
that/provision has ceased to apply.

Section &

PROCEEDINGS IN THE OFFICE IN RELATION TO
REVOCATION OR INVALIDITY

Article 46

(Application for revocation or for a

declaration of invalidity)

(1) An application for revocation of the
rights of the proprietor of a Community
trade mark or for a declaration that the
trade mark is invalid may be submitted to
the Office:

(a) where Articles 39 and 41 apply, by any
natural or legal person and any group
or body which has the capacity to be

a party to proceedings in court, whether

as plaintiff or defendant, for the purpose

of representing the interests of
manufacturers, producers, suppliers of
services, traders or consumers.

58.

Amended Proposal

Community trade maEk was applied
for in bad faith. '

(3) The proprietor of the Community
trade mark shall not be entitled

to oppose use of the right referred
to in paragraph 1 even though that
right may no longer be invoked
against the Community trade mark.

Article 46

(1) An application for revocation of
the rights of the proprietor of a
Community trade mark or for a
declaration that the trade mark is
invalid may be submitted to the Office.

(a) Unchanged



6

Original Proposal

(b) where paragraph 1 of Article 42
applies, by the proprietor of
the trade mark or other prior

right;

(c) where paragraph 2 of Article 42
applies, by the owner of the
copyright, the proprietor of
the design or model, the owner
of the relevant surname, the
person who is the subject of
the portéait, or the persons
who are entitled uhder the laws
of the Member States to exercise
the rights in question.

(2) The application shall be submitted in
writing and shall specify the grounds on
which it is made. Before the fee has been
paid the application shall be treated as not

having been submitted.

- (3) Paragraph 3 of Article 34 shall apply.

(4) An application for revocation or for a
declaration of invalidity shall not Lie

if an application relating tb the same
subject-matter and cause of action, and
involving the same parties, has beeh

adjudicated on by a court in a Member State.

59.

Amended Proposal

{b) where Article 42 paragraph
1 applies, by the persons
‘referred to in Article 34

paragraph (1).

(c) Deleted.

(2) Unchanged.

(3)vUnchanged.

(4) An application for revocatién
or for a declaration of invalidity
shall not lie if an application
.relatingto the same subject-
matter and cause of action, and
involving the same parties, has
been adjudicated on by a Court
in a Member State and has
acquired the authority of a
final decision. |



Original Proposal

Article 47

(Examination of the application)

(1) The Office may stay the proceedings
of its own motion or at the request of any
of the parties if, under paragraph 1 of
Article 78, a countebc[aim for feVbcatidn
of the rights of the proprietor of the
Community trade mark or for a declaration
that the Community trade mark is invalid -
has been filed with a court in a Member
State.

(2) When the Office examines the application

for reVocation of rights or for a declaration
of invalidity, it shall as often as'neCessary
invite the parties to file observations on
communications from third parties or issued
by itself.

¢(3) The Office may of its own motion contend
that the Community trade mark, having been
registered in breach of Article 3, Article 4
or subparagraphs (b) and (c) of paragraph 2

of Article 6, is invalid.

60.

' Amended Proposal

_ Article 47

(1) Unchanged

' ¢2) In the examination of the

application for revocation of
rights or for a declaration of
invalidity, the Office shall
invite the parties, as often

as necessary, to file observationg
within a period to be fixed by

. the O0ffice, on communications from

another party or {issued by itself.

(3) Unchanged



Original Proposal

(4) If the proprietor of the Community
trade mark so requests or the office so
requires, the proprietor of an earlier
Community trade mark, being a parfy to
the invalidity proceedings, shall furnish
proof that that trade mark has been used
in manner required by Article 13 during
the périod of five years preceding the
date of the application for a declaration
of invalidity, provided that at that '
date the earlier Community trade mark has
been registered for not less than five
years. If, at the date on which the
Community trade mark.appliﬁatﬁon uaé
published, the earlier Community trade
mark -has been registered for not Less
‘than five years, the prqprietor of the’

earlier Community trade mark shall fhrnish\

proof that, in éddition, the conditions
contained in paragraph 2 of Arti;le 35
were satisfied at that date. In the
absence of such proof the application
for a declaration of invalidity shall

be rejected. Where the earlier Community
trade mark has been used in relation to
part only of the goods_or services for
which it is registeréd it shall, for

the purposes of examinin§ the application
for a declarafion of invalidity, be
deemed to be registered in respéct only
of that part of the goods or services.
Thisprovision shall apply where the
earlier Community trade mark is a trade
mark of the kind described in sub-
paragraph (b) or (c) of paragraph 2 of
Article 7. |

61.

Amended Proposal

(4) If the proprietor of the Commnity trade
mark so requests or the Office so requires,
the proprietor of an earlier
Community trade mark, being a

party to the invalidity proceedings,
shall furnish proof that, during

"the period of five years preceding

the date of the applfcation for a
declaration of invalidity, the

earlier Community trade mark has

been put to genuine use in the
Community in connection with the

' goods or services in respect of

which it is registered, or that
there exist legitimate reasons
for non-use provided the eartlier
Community trade mark has at that
date been re’gistered for not less
than five years. 1If, at the date
on which the Community trade mark

Aapplicatioh was published, the

earlier Community trade mark has

been registered for not less than
five years, the propfietor of the
earlier Community trade mark shall
furnish proof that, in addition,

the conditions contained in Article
35 paragraph 2 were satisfied at that
-date. In the absence of proof to

this effect the application for

a declaration of invalidity shall

be rejected. If the earlier Camnity
trade mark has been used . in relation
to part  only of the goods or services
for which it is registered it shall, for the
purposes of the examination of the application
for a declaration of invalidity, be deemed to



Original Proposal

(5) In the course of .the invalidity
proceedings the 0ffice shall, if it
thinks fit, invite the parties to-

make a friendly settlement. The Office

shall make proposals to them for this

purpose if it considers that conditions

can be imposed on the prospective use

of the Community trade mark, of the earlier

trade mark or of the prior right in such

manner that there will be no serious
likelihood of confusion on the part
of the public.

62.

Amended Proposal

be registered in respect only of
“that part of the goods or sefvices;
(4a) Paragraph 4 shall apply
mutatis mutandis to earlier national
trade marks referred to in Article .
7 paragraph 2¢a), with'the proviso
that use in the Member State in
which the earlier national trade
mark is protected shall be substituted

for use in the Community.

(5) In the course of the invalidity
proceedings the O0ffice shall, if it
thinks fit, invite the parties to
make a friendly settlement. The
office shall make proposals to them

for this purpose if it considers that
the prospective use of the Community

trade mark, of the eaﬁlier trade mark
or of the earlier right can be
subjected to conditions to that there
will be no Likelihood of confusion

on the part of the public.

(5a) If the examination of the

application for revocation of rights
or for a declarationof invalidity
reveals that the trade mark should
not have been registered in respect
of some or all of the goods or
services for which it is registered,
the rights of the proprietor ofvthe
Community trade mark shall be rewvoked
or it shall be dectared invalid in
respect of those goods or services,
Otherwise the application for
revocation of rights or for a
declaration of invalidity shall be

rejected.



Original Proposal

(6) Where a final decision is

taken revoking the righfs of

the proprietor of the Community

trade mark or declaring it invalid,

it shall be removed from fhe register.

Amended Proposal

(6) Unchanged

63.



Original Proposal

Title VII
APPEALS

Article 48

(Decisions from'wﬁich an appeal
will Lie)

(1). An appeal shall Llie from decisions
of the Office. It shall have suspensive
effect. '

(2) An appeal against a degision which
does not terminate proceedings as regards
one of the parties may only be made in '
conjunction with an appeal against the
final decision, unless the latter

contemplates separate appeal.

Article 49

(Persons entitled to appeal and to be

parties to proceedings on appeal)

Any party to proceedings who is adversely

affected by a decision may appeal. The other
parties to those proceedings shall automatically

be parties to the appeal proceedings.

64,

Amended Proposal

Article 48

(1) Unchanged

€2) A decision which does not

terminate proceedings as regards

one of the parties can only be
appealed together with the final
decision, unless the decision allows

separate appeal.

Article 49

Unchanged



Original Proposal

Article 50

(Time limit and form'of appeal)

Notice of appeal ShaLL be filed in .-

writing at the Office within two
months after notification of the
decision from which the appeal is
made. Until such time as the fee.

for appeal has been paid the notice -
shall be treated as not having been

filed. Within four months éfter‘
notification of the decision a
written statement setting out

the grounds of appeal shall be
filed.

Article 51

(Interlocutory revision)

(1) If the déparfmenf_ghqse decision is
contested omsideré that the appeal properly lies
and is well founded, it shall rectify its’
decision. This shall not aphty“uhere the
appellant is in the proceedings opposed

by another party.

(2) If the appeal is not allowed within
one month after receipt of the statement
of grounds, the appeal shall forthwith

be remitted to the Board of Appeal

without comment on the merits.

Amended Proposal

Article 50

Unchanged

Article 51

Unchanged

65.



Original Proposal

Article 52
(Examination of appeals)

If the appeal properly lies, the Board
of Appeal shali as often as necessary
invite the parties to file observations
on communications from another party or
issued by itself. ‘

Article 53

(Decision on appeal)

In deciding the appeal the Board of Appeal

may exercise any power which lies within
the competence of the departmenf whose
"decision is the subject of the appeal,
or it may remit the case to that
department for further action. In the
latter case the department shall, in so
far as the facts are the same, be bound
by the decision of the Board of Appeal
and by the grounds on which it is based.

66.

Amended Proposal

Article 52

(1) If the appeal is admissible
the Board of Appeal shall
examine whether the appeal is
allowable. -

(2) In the examination of the
appeal, the Board of Appeal
shall invite the parties, as
often as necessary, to file
observations, within a period
to be fixed by the Board of
Appeal, on communications from
another party or issued by
itself.

~ Article 53

(1) Following the examination as
to the allowability of the appeal, the
Board of Appeal shall decide on the
appeal. The Board of Appeal may either
exercise any power within the competence

"of the department which was respansible

for the decision appealed or remit
the case to that department for further

prosecution.
(2) If the Board of Appeal remits the

‘case’ for further prosecution to the

department whose decision was appealed,
that department shall be bound by the
ratio decidendi of the Board of Appeal,
insofar as the facts are the same.



Original Proposal

Article 54

(Further appeal by the parties)

(1) A further appeal to the Court of Justice
of the European Communities shall Llie from
decisions of the Boards of Appeal. Such

further appeals shall have suspensive effect.

2) The further appeal may be lodged on grounds

of want of jurisdiction, infringement of an
essential procedural requirement, infringement

of the Treaty, of this Regulgtion-or of any rule
of Law relating to their application, in so far
as that rule of law is not a provision of national
Law, or 'misuse of power. The Court of Justice
shall not question the facts as found by and
recorded in the decision of the Board of Appeal.

(3) The further appeal hay be made by any
party to the proceedings before.the ‘Board
of Appéal who is adversely affected by

ifs decision. '

(45 The further -appeal shall be lodged with
the Court of Justice within two months after
notification of the decision of the Board
of Appeal.

(5) If the Court of Justice remits the case

for further action to the Board of Appeal, the
Board shall, in so far as the facts are the
same, bé bouhd by the decision of the Court of

Justice and by the grounds on which it is based.

67.

Amended Proposal

Article 54

(1) A further appeal to

the Court of Justice of

the European Communities
shall Lie from decisions

of the Boards of Appeal on
appeals. Such.further.appeal

shall ‘have suspehsive effect.

(2). Unchanged

(3)'Unchanged

(4) Unchanged

(5) Unchanged



68.

Original Proposal Amended Proposal

Article 55 : Article 55

(Further appeal in the interest of
the Llaw) '

(1) The Commission may in the interest Unchanged
of the law Lodge a further éppeal‘to

the Court of Justice against a decision
of the Board 6f Appéal. The further
appeal may be lodged on grounds of

want of jurisdiction, infringement

of an essential procedural requirement,
infringement of the Treaty, of this
Regulation or of any rule of law relating
to their application, in so far as that
rule of law is not a provision of
national law, or misuse of power. The
provisions contained in this paragraph
shall apply to final decisions only.

(2) Where the decision is reversed,;thé
pabtiesshall not be entitled to plead
this fact.

(3) The Registrar of the Court of
Justice shall.notify the Member States
and the Council that the further appeal
has been Lodged, and they shall be
entitled to file memoranda or
observations in writing with the

Court within two months after receipt

of notification.

(4) No costs or expenses shall be charged
or reimbursed in connection with such
proceedings as are provided for in this
Article.



Original Proposal
Title VIII

PROCEDURE

Section 1

GENERAL PROVIS ION

Article 56

(Statement of grounds on which
decisions are based)

Decisions of the Office shall

state the grounds on which they

are based. They shall be based only
on grounds or on evidence on which
the parties involved have had the
opportunity of presenting their .

observations.
Article 57

(Examination of the facts by the Office
of its own motion) '

In proceedings before it the Off%ce shall
examine the facts of its own motion. It

may disregard facts or items of evidence

which have not been submitted in due time
by the parties involved.

69.

Amended Proposal

Article 56

. Unchanged

Article 57

¢1) In proceedings before it the-Office
shall examine the facts of its _own motion,
However, in. proceedings relating to
relative grounds for refusat of
registration, the Office shall'be
restricted in this examination to the
facts, evidence and arguments”érovided
by the parties and the reliefhéought.



Original Proposal

Article 58
(Oral Proceedings)

- (1) If the Office considers that oral
proceédings would be useful they shall
be held either on motion of the Office
" itself or at the request of any of the
parties to the proceedings. '

(2) Oral proceedings beforé the Examining

Division, Opposition Division or Administration

Division shall not be pubtic.

(3) Oral proceedings, including delivery
of the decision, shall as regards the
Cancellation Division and the Board of
Appeal, be public, in so far as the
debartment before which the proceedings
are taking place does not decide otherwise
in circumstances where serious and
unwarranted disadvantages could arise from
admitting the public, particuLariy for any
of the parties to.the proceedings. In
derogation from paragraph 2, this present
paragraph shall apply to .oral proceedings
before the Opposition Division in cases

where Article 91 applies.

70.

Amended Proposal

(2) The Office may disregard
facts or evidence which are not
submitted in due time by the

parties concerned.

Article 58

Unchanged



.

Original Proposal

Article 59

(Taking of Evidence)

(1) In any proceedings before the 0ffice,
the means of giving or obtaining evidence
shall include the following:

(a) heafing the parties;

(b) requests for information;

(c5 production of documenfs;

(d) hearing the witnesses;

(e) opinions by experts; |

(f) inspection;

(g) sworn statements in writing.

(2) The relevant department may commission
one of its members to examine the evidence
adduced.

(3) If the Office considers it necessary
that 'a party, witness or expert give ‘
evidence orally, it shall either:
(a) issue a summons requiring the relevant
person to appear beforé it, or
(b) request the compétenf judicial authority
in the country of residence:of the
" relevant person to take thé evidence,

as provided in paragraph 3 of Article 70.

(4) A party, witness or-expeft'uho is summoned
before the Office may request it to allow his
evidence to be heard by the competent judicial

" authority in his country of residence. On

receipt of such request, or if there is no

Amended Proposal

-Article 59

(1) Unchanged

(2) Unchanged

(3) Unchanged

€4) Unchanged

7.



Original Proposal

response to the summons, the

Office may, in accordance with the
provisions of paragraph 3 of Article
70, request the competent judicial
authority to take the evidence of that

person.

(5) If a party, witness or expert gives
evidence before the Office, the Office

may, if it considers it ainsabLe-that

the evidence be éiven in solemn form,
request the competent authority in the
country of res{dence of the reLeyant person
to.-hear his evidence under the<fequisite
conditions. ' '

(6) When the Office requests a competent
judicial authority to take the evidence, it

may request it to take the evidence in solemn

form and to permit a member of the relevant

department to attend the‘hearing and question
the party, witness or expert either through the

intermediary of that judicial.authofity or
directly. -

72.

Amended Proposal

(5) If a party, witness or expert
gives evidence before the Office,

the latter may, if it considers it
advisable for the evidence to be
given on oath or in an equatly binding
form, request;'in accordance with
Article 70, paragraph 3, the competent
court in the country of residence of
the person concerned tO‘ré-examine
his evidence under such conditions.

(6) When the Office requests a
competent court to take evidence,
jt may request the -court, in
accordance'with Article 70, paragraph
3, to take the evidence on-oath or
in an'equally binding form and to
permit a member of the department
concerned to attend the hearing

and question the party, uitness

6r expert either through the

intermediary of the -court or directly.

(7) The parties shall be informed of
the hearing of a witness. They shall
have the>right to be present and

to put questions to the witness.
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Original Proposal A : : Amended Proposal

Article 60 ' ~Article 60

(Service)

The Office shall effect éefvice of all Unchangéd B

decisions and summdn§§s, and of notices
which éause time-limits to.run or which
are required to be served either in
pursuance of other provisions of this
Regulation or by order of the. President
of the Office. '

Article 61 ' - R Article 61
(Restitutio in integrum) _

(1) Where, in spite.of having taken all~ . (1) Unchanged
due care in the particuléf4cifcuhstances, o

the applicanf for or propriétbr of a

Community trade mark or any other party

to proceedings before the Office has been

unable to observe a ffme L{hit vis-a-vis the

Office, his rights shail, upon apb(ication,v

be restored if his failure toArespeét the

time Limit has resulted directly, by virtue

of the provisions of this-Regulation,,in the

loss of any right or means of redress.

(2) Applications shall be filed in. writing - (2) Unchanged
within two menths after the cause of non-

- compliance with the time-timit has ceased

to operate. The act omitted shall be

Eompleted within this period. Application
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may be made only within the period of

one year following the expiry of the
time-limit which has'not‘been observed.
Where the formalities for renewal have

not been complied with, the period specified
in paragraph 3 of Article 37 shall be

deducted from the one-yeaffberiod.

(3) An application shall state the grounds

on thch jt is based and the facts on which
it relies. It shall not be regarded as duty
filed until the fee for restoration of rights
has'been paid.

(4) The decision on the application shall be
determined by the department which is competent
in relation to the omitted act.

(5) The provisions of this Article shall not
apply to the time-limits referred to in

paragraph 2 of this Article nor to the time-
Limit specified in paragraph 1 of Article 26.

(6) The applicant for or proprietor of a
Community trade-mark shall not oppose the use
of a sign in good faith by a third party during
the period between the time when the rights in
the application or in the trade-mark are lost
and the restoration of those rights. ‘

74,

Amended Proposal

(3) Unchanged

-(4) Unchanged

(5) The provisions of this Article
shall not be applicable to the
time limits referred to in
paragraph 2 of this Article,
Article 26, paragraph 1 and
Article 34, paragraph 1.

(6) Where the applicant for or
proprietor of a Community trade
mark has his rights. re-established,
he may not invoke his rights vis-
d-vis a third party in respect

of goods or services which that
third party has put on the market
in good faith under that trade
mark in the course of the period
between thg loss of rights in

the application or in the trade
mark and publication of the
mention of re-establishment of
those rights.
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Original Proposal .

Article 62
(Reference to generaL principles)

In the absence of procedural provisions
in this Regulation, the Office shall
take into account the principles of
procedural Law which are generally
recognized in the Member States.

Article 63

(Termination of financial obligations)

(1) The Office's right to require payment

of fees shall be extinghished after four
years from the end of the calendar year in
which the fees become due for payment.

(2) Rights against the Office for the
refunding of fees or of sums overcharged
by the Office shall be extinguisﬁed'after
four years from the end of the calendar

year in which the rights arose.

(3) A request for payment of a fee shall
have effect to interrupt the period specified

' in paragraph 1, and a written claim for refund,

stating the grounds on which it is made,shall

have effect to interrupt the period specified

in paragraph 2. Aftef interruption the period
shall begin to run again immediately and -shall
terminate at the latest six years after the

end of the calendar year ih which it originally

5.

Amended Proposal

Article 62

In the absence of procedural

provisions in this Regulation,

: the.impLementing.reguLation, the

fees regulations or the rules of
procedufe of the Boards of Appeal,
the Office shall take into account
the principles of procedural law
generally recognised in the Member
States.

Article 63

Unchanged
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cbmmenced, unless in the meantime
judicial proceedings to enfofce the
right have been instituted; in this
case the period shall end not earlier
than one year after the judgment has
acquired the authority of a final

decision.

Section 2

COSTS

Article 64
(Costs)

(1) Each party to opposition proceedings or
.to proceedings for revocation or for a
declaration of invalidity shall pay the

costs incurred by him unless the 0pp0§ition
bDivision or Cancellation Division decides

that it would be equitable that the éosts

of oral proceedings or of certain stages

in the examination bé borne in somelother
manner. A decision concerning division of
costs may, if applied for,'be adopted'uhere

a Community trade-mark‘appfﬁcétion, an
opposition, an application for revocation of
rights or an application for a declaration of
invalidity is withdrawn, or where registfation
of a Community trade mark is not renewed or
where the proprietor of a Community trade mark

" surrenders it.

76.

Amended Proposal

}Article 64

(1) Each party to opposition
proceedings or to proceedings
for revocation or to proceedings
for a declaration of invalidity
or to appeal proceedings shatl
meet the costs he has incurred
unless a decision of an Opposition
Division or Cancellation Division
or Board of Appeal, for reasons
of equity, orders a different
‘apportionment of essential
costs, including travel and
subsistence and the remuneration
of an agent, adviSer‘or advocate .
A decision on the apportionment
of costs may also be taken on
request when a Community trade:
mark application, an opposition,
an application for revocation.



77.

Original Proposal "~ Amended Proposal

of rights or an applicetion_for a
-declaration of invalidity is withdrawn,
or when registration of a Community
trade mark is not renewed or where ;
the proprietor of a Community trade

mark surrenders it.

(2) Paragraph 1 shatt alsoAappLy to (2) Deleted
the costs incurred by each of the _

parties to appeal proceedings. A Board

of Appeal decision on division of costs

may cover all essentiel items including

trevel and subsistence and:the remuneration

of an agent, adviser or advocate. -

(3) The Registrar of'the Opposition Division ~ (3) Unchanged
or Cancellation Division shall upon application

determine the amount“bf costs to be paid where

.a decision istaken to divide them. The amount

so determined may'upon application be amended

if the Opposition Division or Cancellation

Division so decides.’

Article 65 R Article 65

(Enforcement of decisibns which determine

the amount of costs) -

(1) Final decisions of the Office which Unchanged -
determine the amount eflcosts shall be

- enforceable. ‘

(2) Enforcement shall be gd&erﬁed by the

rules of civil procedure abpticeblelin the
State in which it takes place. Subject only
to verification that-thevreievant document

is authentic, the enforcement clause or
endorsement shall be appended by .the national
authority appointed for that purpose by the

government of each Member State; the governments
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shall inform the Office and the .
Court of Justice of the identity
of each such mnational authority.

(3) When, upon application by the
person concerned, these formalities
have been completed, he shall‘be
entitled to prdceed to enforcement

by bringing the matter before the
competent body designated by national

Law.

(4) Enforcement shall not be sUspended
except by decision of the Court of Justice.
Control as to the regulatory of enforcement
measures shall, however, reside with the

national courts.

Section .3

INFORMATION OF THE-PUBLIC AND OF THE
OFFICIAL AUTHORITIES OF THE MEMBER STATES

Article 66
(Register of Community Trade Marks)

The 0ffice shall keep a register which
shall be knpun as the Register of cOmmunify
Trade Marks, wherein shall be recorded the
particulars whose registration is required
by this Regulation. The Register shall be

open to public inspection.

78.

Amended Proposal’

Article 66

The Office shall keep a register to

_ be known as the Register of Community

Trade Marks, which Shall.contain
those particulars the registration
of which is provided for by this
Régulation or by the implementing
regulatibn. The Register shatl be
open to public inspection.
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Article 67
(Inspection of files)

(1) The files relating to Community trade
mark applications which are awaiting
‘publication sﬁall.not be‘madé_availabte
for inspection without the consent of the

applicant..

(2) Any person uho.proves that tﬁe applicant

for a Community trade mark has stated, directly
or indirectly, that after the trade mark:has been
registered he will invoke it against that person
may, without the applicant's consent, inspect

the file before the application is published.

(3) After publication of a Community trade
mark application the files relating to the

application and to the trade mark itself may

be inspected on request. Certain documents

in the file may,however, be withheld from

inspection.

Article 68
(Community Trade Marks Bulletin)

The 0ffice shall publish periodically a-
Community Trade Marks Bulletin containing
entries made in the Register of Community
Trade Marks and all other particulars of
which publication is required under this

Regulation.

79.

Amended Proposal

Article 67

(1) Unchanged

(2) Unchanged

{3) Subsequent to the publication
of the Community trade mark
application, the files relating to
such application and the resulting
trade mark may be inspected on
request. Certain documents in the
file may, however, be withheld from
inspection in accordance with the

provisions of the implementing

"~ regulation.

~Article 68

The O0ffice shall periodically

publish:

€(a) a Community Trade Marks Bulletin
containing entries made in
the Register of Community Trade
Marks as well as other particulars
the pubtication of which is

prescribed by this Regulation;
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Article 69

(Classification of Community
trade marks)

Goods and services for which Community
trade marks are applied for‘shaLl be
classified in conformity with the
Office's system of classification.

Article 70

(Administrative and legal cooperation)

¢(1) Unless this Regulation otherwise

provides, the Office and the courts or

authorities of the Member States shall on
request give assistance to each other by
supplying information or sending files for
inspection. Where the office sénd files

for inspection to courts, Public Prosecutors’

80.

Amended Proposal

(b) a Bulletin of the Community Trade
Marks Office cbntaining notices
and information of a general
character issued by the President
of the Office, as well as any
other information relevant to this
regulation or its.implementation.

Article 69

Unchanged

Article 70

(1) Unchanged

Offices or central industrial property offices,

the restrictions laid down in Article 67 shall

not apply.
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(2) Information received in pursuance

of paragraph 1 shatl be used only for
the purpose for which it was requeéted;
The Office and the courts or authorities
of the Member States, and the officials
and other employees thereof, shall not
disclose information received by them

in pursuance of pafagraph 1 4if that

information is of a confidential nature.

3 Upon'receipt of letters rogatory from
the Office, the courts or other competent
authorities of the Member States shall
undertake on its behaif any inquiries or
other judicial measures to the extent that

they have power to do so.

Article 71
(Exchange of publication)

The 0ffice and the cgntraL industrial
property offices of the Member States
shall on request dispatch to each other
for their own use, free of charge, one
or more copies of their respective_

publications.

81

Amended Proposal

(2) Unchanged

(3) Unchanged

(&) Each Member State shall designate
a centralvauthorify which will
undertake to receive letters rogatory
jssued by the Office and to transmit
them to the authority competent to

execute them.

Article 71

(1 Unchanged
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Section 4

REPRESENTATION

Article 72

(General principles applicable to

representation)

(1) No person shall be compelled to
be represented before the Office by

a professional representative.

(2) However, any natural or legal
person whose place of habitual
residence or principal place of
business is not in the Community
shall be represented before the

Office by a professional representative.

(3) Natural or legal persons whose
place of habitual residence or principal
pltace of business is in the Community
may act vis-a-vis the Office through
one of their employees; due authority
shall be conferred for this purpose

on such employee. An employee of a
legal person to which this paragraph
applies may, in derogation from
paragraph 2 in appropriate cases, also
represent other Legal persons which are
economically associated with that legal

person.

82. -

Amended Proposal

(2) The Office may conclude agreements
relating to the exchange or supply
of publications.

Article 72

Unchanged
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Article 73 . Article 73

(Professional representatives)

(1) Professional representation of Unchanged
natural or legal persons before ‘the

Office may be undertaken by any advocate

who is author1zed to practice in a.

Member State and whose place of business

is in the Community, to the extent that

he can act in that State as a representative

iﬁ.trade mark matters; or by those-

professional representatives whose names

appear on the list maintained for this

purpose by the Office.

(2) Any natural pefsoﬁ whp fulfils the
following conditions may be entered on the

List of professionat_representatives:

(a) he must be a nat1onal of one of the
Member States,

(b) his place of business or employment
must be.in the Community;

(c) he must be entitled to represent natural
or lLegal persons in trade mark matters
before the competent departments in the
Member State where he practises or is
employed. wheée, in that State, the
right to act is not conditional on the
obtaining of a particular professional
qualification, any peréoh who acts in
tradé mark matters before the competent
departments - of that State and who applies
for hiis name to be entered on the Llist must
have practised contiﬁuously for not Lless

than five years.

83.
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(3) Entry on the list shall be effected
upon request, provided it is accompanied
by a certificate issued py'the central
industrial property office showing that
the conditions laid down in paragraph 2

are satisfied.

84.
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Original Proposal’ - Amended Proposal

Title IX

JURISDICTION AND PROCEDURE IN
LEGAL ACTIONS RELATING TO
COMMUNITY TRADE MARKS

Section 1

JURISDICTION

Article 73a

Unless otherwise specified in
this Regulation, the ConVention
on Jurisdiction and Enforcement
of Judgments in Civil and
Commercial Matters, signed in
Brussels on 27 September 1968,
with the adjustments made by
the Convention on the Accession
to that Convention of the
Kingdom of Denmark, of Ireland
~and of the United Kingdom of
Great Britain and Northérn Ireland,
signed in Luxembourg on 9 October
1978 and by the Convention on
the accession of the Hellenic
Republic to that Convention,
signed in Luxembourg on 25 October
! 1982, which three Conventions are
together hereinafter referred to
as "the Convention on Jurisdiction
and Enforcement”, shall apply to
act{ons retating to Community trade
marks and to decisions given in

respect of such actions.
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Article 74

(Jurisdiction of national courts to hear
" actions for infringement of Community

trade marks)

(1) Actions for infringement of a Community
trade mark shall be heard by the courts of
the Member State in which the defendant
has his habitual residence or, if he has
no habitual residence in the Community,
in which he has a place of business.

If the defendant has neither habituatl
residence nor place of business.in one

of the Member States, such actions shall
be heard by a court in the Member State
in which the plaintiff has his habitual
residence or, if he has no habftual
residence in the Community, in which

he has a place of business. 'If neither
the defendant nor the plaintiff has his
habitual residence or a place of business
in the Community, the action shall be
heard by a court in the State in which
the seat of the Office is situated. The
Court hearing the action shall have
jurisdiction in respect of acts of
infringeﬁent alleged to have been

committed in any Member State.

Amended Proposal

Article 74

(1) "Unchanged

86.
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(2) Actiohs~for infringement (2) Unchanged
of a Commuﬁity trade mark may also

be heard by a court in the Member

State in which an act-of'{nfringement

has been committed. The cpqrt’hearﬁng

the action shall have jurisdiction only

in respect of acts of infringement élleged

to have been committed in that State.:

(3) If the couft.héaring thewaction fiﬁds (3) If the court hearing action
that the Community trade mark has been ~ finds that the Community trade
infringed by use of another Community . mark has been infringed by use
tréde mark it shall order that the _ of another trade makk or another
Latter shall not be used anywhere in sign it shall order that the

the Community; in any case the order . latter shall not be used anywhere
prohibiting the use of the Community in the Community; provisional

trade mark shall .have effect only in - measures .shall be ordered similarly.

the Member State in which an act of

infringement occurred.

(4) Any court in a Member State seized
of the Comunity trade mark matter may of
its own motion or on application by any
of the parties request the office for an
expert opinion on the significance of the
meanings, definitions and prounciations
of any words comprised in trade marks

or other signs which are the
subject of such an action. Such an
opinion shall be treated as a part of the

evidence in the case before the court in

. question.
Article 75 - Article 75
(Supplementary provisions)
Each Member State shall arrange that actions for Unchanged

infringement of Cammunity trade marks which are brought
at first instance shall be heard by a court which has
jurisdiction for the whole of fhat State or for several
jurisdictional districts therein.
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Section 2

PROCEDURE

Article 76
(Rules applicable)

Unless this Regulation otherwise
provides, actions for infringement
of Community trade marks shall be
subject to those rules of procedure
applicable in the laws of the Member
States to actions for infringement
of national trade marks.

Artiple 77

(Persons who are entitled to bring an

action for infringement)

(1) Actions for infringements may be

brought by the proprietor of a Community

trade mark. A Llicensee may bring such

actions only if the proprietor consents

thereto.

(2) A licensee shall, for the purpose of

obtaining compensation for damage suffered

by him, be entitled to intervene in an

infringement action brought by the

proprietor of the Community trade mark.

88.

Amended Proposal

Article 76

Unless this Regulation otherwise .
provides, actions and applications
for provisional measures for -
infringement of Community trade :marks
shall be subject to the rules of
procedure applicable in the Member
State in which the court hearing the
action is located to actions for
infringement of national trade marks.

Article 77

Unchanged



~Original Proposal : ' ' Amended Proposal
Article 78 ' - Article 78

{Counterclaims for declaration of

revocation or invalidity) .

(1) The court uhich-is'hearing an action Unchanged
for infringement of a Community trade mark
shall have jurisdiction to give judgment on

a counterclaim made by the:.original defendant
for a declaration that the righfs of the
proprietor are Eevoked or that the trade.

mark is invalid.

(2) No such counterclaim as aforesaid may be
made if an appticatidn or counterclaim relating
to the same subject;matter and cause of action,
and involving the same parties, has been
determined by the Office. .

(3) Article 47, paragraphs 2 to 5, shall
apply.

(4) If the court declares that the rights of
the proprietor are revoked or that the
Community trade mark is invalid, it shall of
its own motion order that the trade mark be
removed from the Register. When the judgment
Vhas‘acquired‘the authority of a final decision,
the Office shall remove the trade mark from the
Register upon application by whichever of the

parties first requests it.

89'
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Article 79 : - Article 79
(Stay of proceedings)

(1) The court which is hearing a counter- Unchanged
claim under paragraph 1 of Article 78 for

a declaration that the rights of the
proprietor of a Community trade mark are
revoked or that the trade mark is invalid
may, of its own motion or on application

by any of the parties, stay the proceedings
and invite the original defendant to present
to the Office, within such time as the court
determines, an application for a declaration
of revocation or for a declération of

invalidity.

(2) The court which is hearing any action
relating to a Community trade mark may also,
of its own motion or on application by any
of the parties, stay'the proceedings where
an appLicafion for a declaration that the
rights of the proprietor of a Community
trade mark shall be revoked or that such
trade mark is invalid has been submitted

to the Office.

Article 80 . Article 80

(Defences as to the merits)

In proceedings concerning a Community trade Unchanged
mark, the fact that the proprietor's rights
therein have been revoked or that the trade
mark is invalid shall not be pleaded by uay'

of defence as to the merits.

90.
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Title X

EFFECT ON THE LAWS OF THE MEMBER.

"STATES

Section 1

- CUMULATIVE PROTECTION PROKIBITED

Article 81

(1) Where the proprietor of a Community
trade mark is also thé proprietor in a
Member State of a- nationalvtrade mark
whigh-is identical with or similar to

the Community trade mark and is for goods

or services for which the Community trade

mark is registered, the effects of the
national trade mark shall, upon public-
ation of the registration of the
Community trade mark, be suspended for
so long as the Community trade mark .
produces its effects.

9.

Amended PropoéaL

Article 81

(1) Where the broprietor of a Community
trade Mark is also the(proprietbr in a
Member State of a national trade mark
which is identical with or similar to
the Community trade mark and is for
identical or similar goods or. services
for which the Community trade mark

is registered the effects of the
national trade mark shall, upon
publication of the registration of the
Community trade mark, be suspended,

so far as they give identical rights
to fhose given by the Community trade
mark, for so Long as the Community

trade mark produces its effects.

(1a) Any.person who, jn:one of the
Member States, has brought an
infringement action on. the basis of
a Community trade mark, or a
national trade mark which does not
give identical rights to those given
by the Community trade mark, may not
bring a new action against the same

respondent or his assignee in respect
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(2) The proprietor of the Community
‘trade mark shall however be entitled
to claim that in the Member State in
which the national trade mark e%ists,
or continues to be registered, his
rights in the Commdnity trade mark
are effective from the date on which

he acquired the national trade mark.

(3) In derogation from paragraph 1, the
effects of the.national trade mark shall
not revive if the Community trade mark
is removed from the Register following
a declaration that the'proprietbr's
rights therein are revoked on the

ground of non-user.

Section 2

PROHIBITION ON APPLICATION OF THE NATIONAL
LAWS OF THE MEMBER STATES TO COMMUNITY
TRADE MARKS'

Article 82

Without prejudice to Article 45, the national
laws of the Member States shall not apply
in relation to the validity or use of

Community trade marks.

92.

Amended Proposal

of the same or an identical Later
infringement, in respect of the other
trade makk.

(2) The proprietor of the Cohmunity
trade mark may, however, take
advantage, for the benefit of the
Community trade mark, of the date

of acquisition of.the national trade
mark, as regards the Member State

in uhjch'the'nationaL‘tréde mark
existed or remains registered.

(3) In derogation from paragraph 1,
the suspended effects of the national
trade mark shall not revive if the

Community trade mark is removed from

-the register following a declaration

that the proprietor's rights therein

are revoked on the ground of non-user.

Article 82

(1) Without prejudice to Articles
45 and 74 to 76, the law of Member
States shali not apply in relation
to the use of Community trade marks.

However, the Law of Member States

‘on the granting of provisional
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Original Proposal

Section 3

CONVERSION INTO A NATIONAL TRADE MARK
APPLICATION B

Article 83

(Request for the applicatioh of national

procedure)

(1) The central industrial property offices
in the Member States shéil not apply the
procedure for registration of a national
trade mark on the basis of.a Community
tradg mark application 6r COmmqnity

trade mark, save where the applicant or
proprietor of the trade mark so requests
and the following circumstances obtain:

93.

~ Amended Proposal

measures shall apply, provided
that final injunctions shall be
made only after the conclusion of
‘the procedure provided for in :
Articles 46 and 47. ‘

(2) Paragraph 1 shall not prevent
actions from being brought against
. a Cannrﬁty trade mark under the
~law of Member States relating in
particular to c{vil Liability

and unfair competition, to the
extent that the use of a national
"trade mark may be prohibited
under that law, provided that

such actions are not brought’

on the same grounds as those

contained in Articles 7 and

- 42,

Article 83

Unchanged
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(a) the Community trade mark application
has been refused, withdrawn or deemed

to have been withdrawn;

(b) the Community trade mark ceases to have
effect, but this provision shall not
apply where the trade mark has been
removed from the Regisfer following
a declaration that the proprietor's
rights are revoked on the grounds of

non-user.

(2) Paragraph 1 shall apply only in those
Member States where the Office or a national
court has not decided that grounds.for
refusal of registration or grounds of
invalidity exist under this Regulation in
connection with: the Community trade mark
application or in connection with the
Community trade mark itself.

(3) A request for conversion shall be

filed within three months after the
‘application has been refused or withdrawn

or within three months after the Community
trade mark ceases to have effect. An applicant
or proprietor who does not file within the
said period of three months shall Lose the
right to claim priority for the national
trade mark from the date of filing of the
application or from the date of the Community
trade mark. .

94,
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Article 84
(Submission of the request for conversion)

(1) The Member States shall determine the
conditions which are to apply to the

submission of requests for conversion.

(2) The Office shall, if so requested, and

provided the fee is paid, make available to

the applicant or proprietbf»a copy of the
file relating to the Community trade mark
application or Community trade mark.

Article 85

(Communication and publication)

(1) The central industrial property offices
in the Member States shall inform the Office
of all requests for conversion which they

receive.

(2) Receipt of any such request shall be
recorded in the Register of Community

" Trade Marks. If the Community trade mark

application has been published, the request

for conversion shall be published also.

Amended Proposal

Article 84

Unchanged

Article 85

Unchanged

95.
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Title XI

COMMUNITY GUARANTEE MARKS AND
COMMUNITY COLLECTIVE MARKS

Article 86 Article 86

(Community guarantee marks)

(1) Community guarantee marks may consist Unchanged
of any sign which is described as such when

the guarantee mark is appLied for, if its

purpose is to guarantee'the quality, method

of manufacture or other common characteristics

of goods or services of different undertakings

which use the guarantee mark under the

proprietor's control.

(2) Community guarantee marks shall not be
used in respect of goods or services produced
or supplied by the proprietor himself or by

a person who is economically associated with

him.

Article 87 Article 87

(Community collective marks)

Representative groups or bodies of nua’ufactui'ers, .- Unchanged
producers, suppliers of services, or traders may

if they have legal personality, apply for

Community collective marks whith are described as

such in the application and are cépable of

distinguishing the goods or services of their

members from those of.otheh undertakings.

96.
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Article 88 S ) ' Article 88
(Application of provisions)

The provisions of this Regulation shall : . Unchanged
apply to Community.guarantee marks and

to Community collective marks, unless

Articles 86 to 98 proyide otherwise.

Article 89 | ) o , Article 89

(Rules relating to the mark)

1 Applicatiqn for Community gﬁafantge Unchangéd
marks or Community collective marks shall l

be accompanied by negﬁLations reLating

to them. ' ’

(2) The regulations governing a Community
guarantee mark shall set out the common
characteristics of tﬁe goods or services
which the mark is intended to guarantee

and shall specify the detailed arrangements
for real and effective supervision of the

use of the mark, and suitable sanctions.

Article 90 ' Article 90

(Refusal of application)

(1) An abplication for a Community guarantee Unchanged
mark or Community collective mark shalﬁ be '
refused where the provisions of Articles 86, 87

or 8% are not satisfied, of where the regulations

are contrary to public policy or to accepted

principles of morality.

(2) An application for a Community gﬁarantee
mark shall also be refused if the public is
liable totbe misled as regards the nature of
the mark.
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Original Proposal Amended Proposal
Article 91 _ Article 91

(Opposition of Community guarantee
marks on absolute grounds for refusal)

(1) Any natural or Llegal person and any ‘ Unchanged
group or body which has the capacity to

be a party to proceedings in court, whether

as plaintiff'or defendant, for the purpose

of representing‘the interests of manufacturers,
producers, suppliers of services, traders or
consumers may, within a period of three

months after publication of an application

for a Community guarantee mark, file
opposition at the O0ffice, on any of the
following gfounds, against registration of

the marks:

(a) that under Article 6 or 86 the mark is

ineligible for registration;

(b) that the regulations do not comply with
the requirements of paragraph 2 of
Article 89 or are contraryvto public
policy or to accepted principles of
morality; '

(c) that the public is liable to be misled
as regards the nature of the mark. ‘

(2) The opposition shall be expressed in
writing and shall specify the groﬁnds on
which it is based. It shall not be treated
as duly entered until the opposition fee has
been paid.
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Article 92

(Observations by third parties)

Article 33 shall apply in the case§
described in Article 90.

Article 93

(Use of Marks)

The use made of a Community‘guarahtee
mark or of a Community collective mark
by a person_entftled to use it shall be
in conformity with the provisions of_this
Regulation and with the conditions which
it imposeé as regards such use,

Article 94

(Amendment of the regulations governing
the mark)

(1) The proprietor of a Community guarantee
mark of of a Community collective mark shall
inform the Office of any amendment to the
regulations governing it.

(2) Amendments shall not:be accepted if they
are inconsistent with the_prouisions of
Article 89 or are contrary to public policy
or to accepted principles of morality, or,
where they relate to Community guarantee
‘marks, are Liable to mislead the public

as regards the nature of the mark or the
guarantees pﬁovided'by the regulations.

99.

Amended Pfoposal

Article 92

Unchanged

Article 93

Unchanged

Article 94

Unchanged
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Original Proposal Amended Proposal

(3) The Office shall publish the
amendments to regulations governing
Community guarantee marks or Community
collective marks, or shall publish the
fact that the regulations have been
amended. Where the amendments are
published in full, Articles 91 and 92
shall apply.

(4) Amendments to regulations shall not
take effect until they have been registered.

Article 95 ‘ ' Article 95

(Persons who are entitled to bring an=
action for infringement)

(1) The provisions of ‘Article 77 concerning Unchanged
the rights of Licensees shall apply to every
person who has authority to use a Community

guarantée mark or Community collective mark.

(2) The proprietor of a Community guarantee
mark or Community collective mark shall also
be entitled to claim compensation for damage
sustained by persons who have authority

to use the mark, if the damage arises in
consequence of an unauthorized use of the
mark.

Article 96 ' Article 96

(Grounds for revocation)

The rights of the proprietor of a Community Unchanged
guarantee mark or of a Community collective

mark shall be revoked ifi



Original Proposal

(a) he use the mark in a ménner yhiéh
is inconsistent with the provisions
of paragraph 2 of Article 86, or

(b) he authorizes or acquiesces in the
use of the mark .on.terms which are
different from those prescribed
by this Regulation. '

Article 97
(Grounds for and conseduences of invalidity)

(1) A Community guarantee mark or a Community
collective mark which is'registered in breach
of the provisions of Article 90 shall be
invalid. Such mark shall also.be inva[id if
an amendment to the regulations governing it
is registered in breach of paragraph 2 of
Article 94. The provisions of this Article
shall not apply, however, if the proprietor
of the mark, by>furthér amendihgithe
regulations, complies with the requirements

of those Articles.

(2) Where a Community guarantee mark or
Community collective mark is invalid in
.consequence of amendment of the regulations
governing it, it shall be deemed not to have .
had the effects provided for in. this
Régulation from the time when the amendment .

was registered. -

101.

Amended Proposal

“Article 97

(1) A Community guarantee mark or

a Community collective mark which is
registered in breach of the provisions
of Articles 90 or 91 shall be
invalid. Such mark shall also be
invalid if an amendment to the
regulations governing it is registered
in breach of paragraph 2 of Article
94. The provisions of this Article
shatl not apply however if the
broprietor of the mark, by further
ameﬁding the regulations, complies
uith the requirements of those

Articles.

(2) Unchanged
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Article 98 Article 98

(No applications to be made for
registration of Community guarantee
marks or Community collective marks
which have been removed from the
Register, and such marks are not bo

be used)

(1) Where a Community guarantee mark or Unchanged
a Community collective mark has not been
renewed, or the proprietor's rights therein
have been revoked, or the mark has béen-
declared jnvalid or has been surrendered,
no fresh application shaLL‘be made for
registration thereof and it shall not

be use on any ground whatsoever for goods
or services which are similar to those in
respect of which it was registered until
three years have elapsed since the

relevant non-renewal, revocation, surrender
or declaration of invalidity. v

(2) Without prejudice to the appLicat{on of
sub-paragraph (b) of paragraph 1 of Article-
83, paragraph 1 of this Article shall not
apply to the former proprietor of the mark
or to this successors in title thereto.

102.
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Origianl Proposal ' Amended Proposal

Title XIa

SYMBOL TO INDICATE A COMMUNITY TRADE
MARK

Article 98a

The symbol of the Greek capital letter
epsilon contained within a circle, thus
Ggmay be used to indicate a registered

Community trade mark.
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Title XII
THE COMMUNITY TRADE MARKS OFFICE
Section 1

~ GENERAL PROVISIONS

Article 99 Article 99
(Legal Status)

(1) The Office is a body of the Community Unchanged
and has legal personality.

(2) In each of the Member States of ‘the.
0ffice shall enjoy thebmqst extensive

legal capac¢ity accorded to legal persons
under their laws; it may, in particular,
acquire or dispose of movable and immovable
property and may be a party to legal
proceedings. For these purposes the Office
shall be represented by its President.

(3) The seat of the Office shall be Llocated
at

104.
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Article 100 o | Article.100
(staff) |

(1) The Staff ReguLations ofIOfficials ' | Unchanged

of the European Communities, the Conditions
of Employment of Other‘Servants of the
European Communities, and the rules adopted
jointly by the institutions of the European
Communities for purposeé of tﬁe application
of those Staff Regulations and Cohditfons
of Employmen; shall apply to the staff

of the Office, but without prejudice to
the application of Article 118 to the
members of the Boards of Appeal. '

(2) Without prejudice to Article 105, the
powers conferred.on each institution by the
Staff Regulations, and by the Conditions

of Employment of Other Servants, shall

be exercised by the O0ffice in relation

. to its staff.

Article 101 _ Article 107
(Privileges and immunities)
The Protocol on the Privileges and ' Unchanged

Immunities of the European Communities
shall apply to the Office. ‘

105.
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Article 102 Article 102
(Liability)

(1) The contractual Liability of the Office 'Unchanged

shall be governed by the law applicable to

the relevant contract.

(2) The Court of Justice of the European
Communities shall .have jurisdiction’to
give judgment‘pursuant to any arbitration
clause contained in a contract concluded
by the Office. » '

(3) As regards non-contractual Liability, the
office shall, fn accordance with the general
principles common to the laws of the Member
States, make good any damage. caused by jts
departments or servants in the performance

of their duties.

(4) The Court of Justice shall have jurisdiction
in disputes relating toxcompensation for any

such damage as is referred to in paragraph 3.

(5) The personal Lliability of servants towards
the Office shall be governed by the provisions
taid down in its Staff Regulations or in the

conditions of employment applicable to its

staff.

Article 103 Article 103

(Languages)

The language of. the Office for procedural The language of the Office for

purposes is eaes A _ procedural purposes is ....

Houever the persons participating

in the procedure

shall be



®
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Section 2

ADMINISTRATION OF THE OFFICE

Article 104

(Powers 6f-the Bresident)

&)

The O0ffice shall be administered

by the President.

- ()

To this‘end the President shall

have inter alia'the following functions

and powers:

(a)

(b)

- (el

(d)

heAshaLl‘téke all necessary steps,
jncluding the adoption of internal
adminisfrative instructions and the
publication of notices, to ensure the
functibnfng of the Office;

he may, aftervconsulting the Advisory
Commiftee, place before the Commission
any proposal to amend this'Regulation,
the implementing Regutation, the rules
of procedure of the Boards of Apbeal; the
fees regulations or the financial rules;

he shéll draw dp the estimates of =
revenues and expenditure of the Office
and shall implement the budget; .

he shall submit a management reportttofhe

Commission and Advisory Committee each
year;

107.
Amended Proppsal

entitled ta. conduct written and oral
proceedings in any language of the
Community with translation and, in the

case of hearings, simultaneods

-inteﬁpretation jnto the Languages

of the 0ffice and those of the persons
participating in the procedure in ‘
accordance with the Implementing

Regulations.

Articte 104

Unchanged o
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(e) he shall.exercise the powers conferred
by paragraph 2 of Article 100;

(3) The President shall be assisted by a number
of Vice-Presidents. If the President is unable

to act; one of the Vice-Presidents shall act
in place of him.

Article 105
(Appbintmenf of senior officials)

(1) The Rresident-of the Office shall be
selécted from alist of three candidates
which shall be prepared by the:Advisory
Committee, and shalL-be appointed by the
Commission. Power to dismiss the President
shall lie with the Commission afteé:§¢

consulting the Advisory Committee.

(2) The Vice-Presidentsof the office and
the members of the Boards of Appeal shall
" be .appointed or dismissed as in paragraph
1 - v

(3) Without prejudice to béragfaph 1 of
Article 118, the.Commission shall exercise
disgiplinary .authority over the employees
referred to in paragraphs 1 and 2 of this
Article.

108.

Amended Propecsal

“Article 105

(1) Unchanged

(2) The Vice-Presidentsof the Office
and the members of the Boards of
Appéal shall be appointed and the
Vice-Presidents dismissed as. in .

- paragraph 1.

(3) Unchanged
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Article 106 | o . " Article 106
(Control of legality)

1) The Commission shall be respons1bLe ’ Unchanged-
for Legal supervision of the acts of
the Pres1dent.

(2) It shatl requ1re that any untauful act
of the President be altered or annulled.-

(3) Any Member State, or any third party
whe is directly and”personally‘con;ernéd,
may refer to the(Commission,any act- of
the Presidgnt,'uhetheh express or implied,
so that thévCommissibn will examine the
legality of that act. '

‘Saction'3 »

 ADVISORY COMMITTEE -

Article 107 E . Article 107
(cigatiohféndrpbuérsi »

M) An Adviéory Committee to the Office .is ~ Unchanged
‘hereby esfablished and is:heﬁéinafter referred

_to -as the 'Committee’.

(@ It shatl settle the l1st of cand1dates
‘provided for in Article 105.

_(3) It shaLL advise the President concern1ng
- matters for: uh1ch ;heHOff1ce is resppns1ble..
- (4) It shall be cdnsuitedrin the cases
provided for in fhiszegalation.

(5) it méy déliveflobinioﬁ.fb the Commission
and to the President where it considers that
_this is necessary-

109.
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Article 108 . . Article 108
(Composition)

(1) The Committee_shall be'cdmposed of Unchanged

one representative of the Government
of each Member State and one representative

of the Commission, and tﬁéir alternates.

(2) The mehbers who represent the Govern-
ments of the Member States, and the
alternates of those members, shall be
appointed by .the Council. The member-:
who represents the Commission, and

his alternate, shall be appointed by

the Commission. '

(3) The term of office of membérs and of

their alternates shall be three years.
It shall be renewable.

Article 109 , ‘ Article 109
(Presidency)
The Committee shall elect a President and Unchanged

Vice-President from among its members. If
. the President is unable to.act the Vice-

President shall act in place of him.

Article 110 | Article 110
(Meetings)
(1) Meetings of the Committee shall be Unchanged

convened by the President.

(2)§The President 6§ the Office ‘may take
part in.the deliberations.

(3)?Thé Committee shall hold an ordinary
meeting once a year; it shall also meet

at the request of its President or of the
Commission or of one-third of its members.
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(4) It shall adopt rules of procedure.

(5) Its decisions shall be taken b} simple
majority vote.i Where, however, the Committee
haS'to take a decision uhdeﬁ paragraph 1 or

2 of Article 105 or paragraph-1‘of Article
121, a majority of not less than three-
quarters of the votes shéll be required.

Article 111
(buties of Office)

The members of the Committee shall be bound,
even .after cessation of their appdinfment,
not to disclose or make use of information
which is of a confidential nature.

Section 4
ARRANGEMENT OF DEPARTMENTS

Article 112

(Departments responsible for procedure)

_Foﬁ the purposes of implementing the

procedures laid down in this Regulation,

there shall be established within the

Office:

(a) an Examining DiVision;

(b) an Opposition D{visionf

(c) an Administration of Trade Marks
Divistonj '

(d) a Cancellation Division;

(e) Boards of Appeal.

Amended Proposal

Article 111

Unchanged

~ Article 112

Unchanged

111.
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Article 113
(Examining Division)

(1) The Examining Division shall be
responsible for examining Community -
trade mark appLication§ and for
deciding whether trade marks applied
for are to be registered.

(2) becisions of the Examining Division

shall be taken by one of its members.

Article 114
(Opposition Division)

(1) The Opposition Division shall be
responsible for deciding whether a trade
mark is to be registered as a Community
'tradé_hark in cases where observations
are submitted.or opposition.is-entered.

(2) Decisions of the Opposition Division
shall be taken by three of its memberé,
of ‘whom two shall not have taken part in
examining the application. One of the
decidfng members must be qualified in
Law.

(3) Examination of the opposition may-
be conducted by one of those three '

members.

Amended Proposal

Article 113

Unchanged

Article 114

Unchanged

112.

4%
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Article 115
- (Administration of Trade Marks Division)

(1) The Administration of Trade Marks Division
shall be réspdnsiblé for doing all such acts
of'phe Office in reLation to Communify trade
marks as lie outside the competence of other
departments thereof. It shall be responsible
inter aiié for deciding what particglars'are
to be recorded in or are to be deleted from
the Register df Community Trade Marks.

(2) Decisions of the Administration of Trade
Marks Division shall be taken by one of its
members. ' ‘

Article 116

(Can&ellation'bivisﬁon)

(1) The Cancellation Division shall be
responsible for examining apblications.for~

revocation or for declarations of invétidity
of Community trade marks.

(2) Decisions of the Cancellation Division -
shall be taken by three members who are
qualified in Llaw.

(3) Examination of applications may'bef!;
conducted by one of those three members.

Amended Proposal

Article 115

Uncﬁanged

Article 116

. Unchanged

M3,
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Article 117

(Boards of Appeal)

(1) The Boards of Appeal shall be
responsible for examining appeals from
decisions of the Examining Division,
Opposition Division, Cahcellation
Division and Administration of Trade

Marks Division.

(2) Each Board of Appeal shall be
composed of three members who are
qualified in Law.

Article 118

(Independence of members of Boards
of Appeal) ‘

(1) The members of the Boards ofAAppeal shall
be appointéd for a térm of five years and may
not be removed from office during'that term,
except uhere:therg ére'sefious grounds for
removing them and the Court of-JUStice,vhaVing
been seized by the Commission, decides that
the member in question shall bé removed.

(2) The members of the Boérds of Appeal shall

be independent. In making their decisions they

shall not be bound by any instructions they
may have received.

(3) The members of the Boards of Appeal shall
not be members of the Examining Division,’
Opposition Division, Administration of Trade
‘Marks Divisiqn or Cancellation Division.

114.

Amended Proposal

, Artiq(e 117

Unchanged -

Article 118

Unchanged

%
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Article 119 o  Article 119
(Exclusion and objection)

(1) Members of the CahceLLation'Division Unchanged
or of the Boards of‘Appéé[ shall not take
part in determining and matter in which
they have a peréonaltinterest,or in which
they have previously been involved éé
representatives of anyvoffthe pafties, or
iﬁ relation to which they participated in
téking the final decisidn 5n the course
of-the‘registrat@on_bfocedbre. Members
of the Boards of Appéal’shall‘ndf'take
part in appeal prbcéediﬁgs’if they
participated in making the decision

under appeal. |

(2) If, for any of the reasons mentioned

in paragraph 1,. or for any other reason, a member
of the Canceltation’pivision 6r of a Board

of Appeal considers-that he should not take .
part in detefmining a matter,'hé shall .~
inform the Division or Boérdracqordingly.

(3) Members of the Cancelfation‘bivision or of
a Board of Appeal may be obje;ted to by any
parfy for any of the reasons men;ioned in
paragraph 1, or if 5uspected of paftiality.

An objection shall not Lie if, while being

. aware of a reason for objecting, the~reLeJant'
party has taken any procedufalfsteps.- No
objection shallibe based uboh the nationality
of members. o '

115.
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(4) In the situations ment ioned in
paragraphs 2 and 3 the CahceLlétion ‘
pivision and the Boards of Appeal ,
shall decide, uithout-the_partﬁcipation
of the member concerned, as to the action
to be taken. For the purpbses of making
the decision the member objected to
‘shall be replaced in the bivision or
Board of Appeal by his alternate.

.Section 5

BUDGET AND FINANCIAL CONTROL

Article 120 o Article 120
(Budget)‘
(1) Estimates of all tﬁe Office’s revenue - - Unchanged

and expehditure shall be prepared for each
financial year and shall be shown in the
Officé's_budget,and each financial year
shall corfespond-uith the calendar yeaf.

(2) The revenue and expeﬁditure shown in
" the budget shall be in balance.

(3) Revenue -means (Qithout pfeihdicé to
other types of income) total fees payable
under the fees, regulationé, and to the
extent that it ié»neceésary a subvention
'recorded‘under a sbecifﬁc.headihg of the
"budget of the European Communities,

Commission Sectjon.

116.
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Articte 121 . . Article 121

(Preparation oflthe’budget)

(1) The President shall dEauvup,eaeh year - Unchanged
an estimate of the Office's revenue and

expenditure for the tollou1ng year and shall

send it to the COmm1ss1on not Llater than 31 Harch

in each year, together with an establishment plan

and an. opvnion from the Comm1ttee.

(2) The COmm1ss1on shall‘annex the estimate

to the preliminary draft budget of the

Eurppean Communities. The Commission may .
attach an opinion on_fhe estimate along_eith
an alternative estimate. If a subvention under
paragraph 3 of Article 120 is heceSsary, the
Commission may propose such amendment of ‘the
estimate as 1t considers requ1site.

(3) The 0ff1ce L budget shall be adopted by
the budget authority in accordance with .the
same procedure as the general budget.

Article 122 o Article 122

(Control)
(1) Not later than 31 March in each_yeaf the Unchanged

President shall transmit .40 the Commission

and to the COurt‘of Auditors accounts of the

Office's total revehue and'expeﬁdithre for

the preceding financial year. The Court of
Auditors shall examine them in accordance with
Article 206a of the Treaty. '
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(2) The European Parliament shall give a
discharge to the_Presidgnt of the O0ffice
in accordance with the procedure laid. down
in Article 206b of the Treaty.

(3) Control of commitment and payment of all
expehditdre and control of the existence and
recovery of all revenue of the Office $Shall
be carried out by the Financial COntrdt(er
of the Commission.

Article 123 , Article 123
(Financial provisions)

The Financial Regulation applicable to the Unchanged
general budget of the.-European Communities '
shall apply to the Office without prejudice

to thecprovisions contained in this Regulation

or to special brovisions determined by

regulation adopted by the Council in

accordance with the conditions taid down

in Article 209 of the Treaty. | '

Article 124 Article 124
- (Fees regulations)
(1) The fees regulations shall determine in &P anhéngea

particular the amounts of the fees and the
ways in which they are to be paid.

(2) The amounts of the fees shall be fixed in (2) Tﬁe amounts of the- fees
such manner that the Office's revenue covers _ v shall be fixed in such a
its expenditure. ' manner that the Office's

‘revenue covers it's expenditure
after a transitional period.



Original Proposal ' f S » Amended Proposal
{3) The fees regulations shall be : (3) Unchanged

adopted on a'proposal from the Commission
by qualified ﬁajority vote of the Council
after obtaining the opinion of the

‘. European Parliament.

119.
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Title XIII

FINAL PROVISIONS
‘Artiéle 125

(Community implementing brovisibnsi ‘

(1) The rules implementing tﬁis'
Regulation, particularly as regards '
the calculation and extension of
periods of time to which a time-;‘:
Limit applies, shall be adopted in
an fmpLementing regulation.’ o

(2) The implementing regulation and the
rules of procédure of the Boards of

~ Appeal shall be adopted by the Council,
by qualifiéd majority voté; oﬁ a

proposal from the Cqmmissfon.
‘Article 126
(National implementing ‘provisions)

The Member States shall within twelve
months following the adoption of this
Regulation brfng_intb operationvthe
measures which are requisite for the °
purpose of implementing Articles 75 and
84 hereof and'shall”ﬁorthuith inform the
Commission of those measures. -

120.

Amended Proposal

_ Article 125

Unchénged

Article 126

Unchaﬁged
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b
; Article 127 - Article 127

Save as regards Articles 75 and 84, this " Unchanged

Regulation shall enter into force twelve
months after it has been published in
the Official Journal of the European
Communities.

This Regulation shall be binding in its
entirety and directly appliéab[e'in‘alt_ )
‘Member States. '

121.
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